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Procurement Guidance: 

Section 14 : Definitions .  

Computer Software. A as used in this subpart, means computer programs, computer data 
bases, and documentation thereof. 

Data. Recorded information, regardless of form or the media on which it may be recorded. 

The term includes technical data and computer software. The term does not include 

information incidental to contract administration, such as financial, administrative, cost or 
pricing or management information. 

Form, Fit, and Function Data. Data relating to items, components, processes that are 

sufficient to enable physical and functional interchangeability, as well as data identifying 

source, size, configuration, mating and attachment characteristics, functional 

characteristics, and performance requirements; except that for computer software it means 

data identifying source, functional characteristics, and performance requirements, but 

specifically excludes the source code, algorithm, process, formulae, and flow charts of the 
software. 

Invention. Any invention or discovery that is or may be patentable or otherwise protectable 

under title 35 of the U.S. Code or any novel variety of plant that is or may be protectable 
under the Plant Variety Protection Act (7 U.S.C. 2321, et seq.). 

Limited Rights. The rights of the Government in limited rights data, as set forth in a Limited 

Rights Notice if included in a data rights clause of the contract. 

Limited Rights Data. Data, other than computer software, that embody trade secrets or are 

commercial or financial and confidential or privileged, to the extent that such data pertain to 

items, components, or processes developed at private expense, including minor 
modifications thereof. (The alternate definition below is also acceptable: 

Limited Rights Data. Data developed at private expense that embody trade secrets or are 

commercial or financial and confidential or privileged. 

Made. When used in relation to any invention, means the conception or first actual reduction 
to practice of such invention. 

Nonprofit Organization. A university or other institution of higher education or an 

organization of the type described in section 501(c)(3) of the Internal Revenue Code of 

1954 (26 U.S.C. 501(c)) and exempt from taxation under section 501(a) of the Internal 

Revenue Code (26 U.S.C. 501(a)), or any nonprofit scientific or educational organization 
qualified under a State nonprofit organization statute. 

Practical Application. To manufacture, in the case of a composition or product; to practice, 

in the case of a process or method; or to operate, in the case of a machine or system; and, 

in each case, under such conditions as to establish that the invention is being utilized and 

that its benefits are, to the extent permitted by law or Government regulations, available to 
the public on reasonable terms. 

Restricted Computer Software. Computer software developed at private expense and that is 

a trade secret; is commercial or financial and confidential or privileged; or is published 
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copyrighted computer software; including minor modifications of such computer software. 

Restricted Rights. The rights of the Government in restricted computer software as set forth 

in a Restricted Rights Notice, if included in a data rights clause of the contract or as 
otherwise may be included or incorporated in the contract. 

Subject Invention. Any invention of the contractor conceived or first actually reduced to 

practice in the performance of work under a Government contract; provided, that in the 

case of a variety of plant, the date of determination defined in section 41(d) of the Plant 

Variety Protection Act, 7 U.S.C. 2401(d), must also occur during the period of contract 

performance. 

Technical Data. Data other than computer software, which are of a scientific or technical 

nature. 

Unlimited Rights. The rights of the Government to use, disclose, reproduce, prepare 

derivative works, distribute copies to the public, and perform publicly and display publicly, 

in any manner and for any purpose, and to have or permit others to do so. 

Procurement Guidance: 

Section 13 : Foreign License and Technical Assistance Agreements .  

The FAA shall provide all necessary rules and regulations as are required for the proper 

application of the laws and policies of the U.S. Government regarding: 

a. Elimination in agreements between domestic concerns and foreign governments or 

foreign concerns of charges for the use of patents in which the U.S. Government has a 

royalty-free license or of charges in agreements for the use of data that the U.S. 

Government has a right to use and disclose to others, that is in the public domain, or that 

was acquired by the U.S. Government with the unrestricted right to use, duplicate, or 
disclose and to have or permit others to do so; 

b. Foreign license and technical assistance agreements between the U.S. Government and 

United States domestic concerns; 

c. Guidance on negotiating contract prices and terms concerning patents and data, including 

royalties, in contracts between the U.S. Government and a foreign government or foreign 
concern; and 

d. Regulations and guidance on controls on the exportation of data relating to certain 

designated items, such as arms or munitions of war, and guidance on reviews of 

agreements involving such data (see 22 CFR 124). 

Procurement Guidance: 

Section 12 : Co-Sponsored Research and Development Activities .  

a. In contracts involving cosponsored research and development wherein the contractor is 

required to make substantial contributions of funds or resources (i.e., by cost-sharing or by 

repayment of nonrecurring costs), and the contractor's and the FAA's respective 

contributions to any item, component, process, or computer software, developed or 

produced under the contract are not readily segregable, the Contracting Officer may limit 

the acquisition of or acquire less than unlimited rights to any data developed and delivered 

under such contract. Basically such rights should, at a minimum, assure use of the data for 
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agreed-to FAA purposes (including reprocurement rights as appropriate), and will address 

any disclosure limitations or restrictions to be imposed on the data. Also, consideration may 

be given to directed licensing provisions if needed to carry out the objectives of the 

contract. Since the purpose of the cosponsored research and development, the legitimate 

proprietary interests of the contractor, the needs of the FAA, and the respective 

contributions of both parties may vary, no specific clauses are prescribed, but a clause 

providing less than unlimited rights in the Government for data developed and delivered 

under the contract (such as license rights) may be tailored to the circumstances consistent 

with the foregoing. As a guide, such clause may be appropriate when the contractor 

contributes money or resources, or agrees to make repayment of nonrecurring costs, of a 

value of approximately 50 percent of the total cost of the contract (i.e., FAA, contractor, 

and/or third party paid costs), and the respective contributions are not readily segregable 

for any work element to be performed under the contract. Such clause may be used for all 

or for only specifically identified tasks or work elements under the contract. In the latter 

instance, its use will be in addition to whatever other data rights clause is prescribed, with 

the contract specifically identifying which clause is to apply to which tasks or work elements. 

Further, such clause may not be appropriate where the purpose of the contract is to 

produce data for dissemination to the public, or to develop or demonstrate technologies 
which will be available, in any event, to the public for their direct use. 

b. Where the contractor's contributions are readily segregable (by performance 

requirements and the funding therefor) and so identified in the contract, any data resulting 

therefrom may be treated under such clause as limited rights data or restricted computer 

software, as applicable; or if such treatment is inconsistent with the purpose of the contract, 

rights to such data may, if so negotiated and stated in the contract, be treated in a manner 

consistent with paragraph a. of this section. 

Procurement Guidance: 

Section 11 : Rights to Technical Data in Successful Proposals .  

a. Contracting Officers may, in consideration of contract award, desire to acquire unlimited 

rights in technical data (but not commercial or financial information) contained in a 

successful proposal upon which a contract award is based. However, before such unlimited 

rights are acquired, the prospective contractor must be afforded the opportunity either: 

(1) to advise the Contracting Officer that the technical data, or portions thereof (to be 

identified by the prospective contractor), are covered by any restrictive notice regarding the 

disclosure and use of proposal information and request that such protection be maintained 
by excluding the data from the FAA's rights; or 

(2) to establish to the Contracting Officer's satisfaction that identified portions of technical 

data do not relate directly to or will not be utilized in the work to be performed under the 
contract, and request that such portions be excluded from the FAA's rights. 

b. If unlimited rights to technical data in successful proposals, as set forth in paragraph a. of 

this section, are to be acquired, it shall be by use of the clause, Rights to Proposal Data 

(Technical). Any excluded technical data will be identified by inserting appropriate proposal 

page numbers in the clause, which enables the identification of data to be excluded from the 

FAA's rights, as discussed in paragraph a. of this section. Such exclusion is not dispositive of 

the protective status of the data, but any excluded technical data, as well as any 

commercial and financial information contained in the proposal, will be used for evaluation 

purposes only. If the clause, Rights to Proposal Data (Technical), is included in a contract, 

the prospective contractor must be specifically afforded the opportunity to exclude technical 
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data as set forth in paragraph a. of this section, and the contract file must reflect that fact. 

If there is a need to have access to any of the excluded technical data during contract 

performance, consideration should be given to their acquisition as limited rights data, if they 

so qualify. 

Procurement Guidance: 

Section 10 : Acquisition of Data .  

a. Data Requirements in Screening Information Requests.  

(1) It is the FAA's practice to determine, to the extent feasible, its data requirements in 

time for inclusion in solicitations. The data requirements may be subject to revision during 

contract negotiations. Since the preparation, reformatting, maintenance and updating, 

cataloging, and storage of data represents an expense to both the FAA and the contractor, 

efforts should be made to keep the contract data requirements to a minimum, consistent 

with the purposes of the contract. 

(2) To the extent feasible, all known data requirements, including the time and place for 

delivery and any limitations and restrictions to be imposed on the contractor in the handling 

of the data, should be specified in the contract. Further, and to the extent feasible, in major 

system acquisitions, data requirements should be set out as separate contract line items. In 

establishing the contract data requirements and in specifying data items to be delivered by 

a contractor, the FAA may, consistent with subparagraph a.(1) of this section, develop their 

own contract schedule provisions in agency procedures (including data requirements lists) 

for listing, specifying, identifying source, assuring delivery, and handling any data required 
to be delivered, first produced, or specifically used in the performance of the contract. 

(3) Data delivery requirements should normally not require that a contractor provide the 

FAA, as a condition of the procurement, unlimited rights in data that qualify as limited rights 

data or restricted computer software. Rather, form, fit, and function data may be furnished 

with unlimited rights in lieu of the qualifying data, or the qualifying data may be furnished 

with limited rights or restricted rights if needed. If greater rights are needed such need 

should be clearly set forth in the Screening Information Request and the contractor fairly 
compensated for such greater rights. 

b. Additional Data Requirements. 

(1) Recognizing that in some contracting situations, such as experiment, developmental, 

research, or demonstration contracts, it may not be feasible to ascertain all the data 

requirements at the time of contracting, the clause, Additional Data Requirements, may be 

used to enable the subsequent ordering by the Contracting Officer of additional data first 

produced or specifically used in the performance of such contracts as the actual 

requirements become known. The clause should normally be used in Screening Information 

Requests and contracts involving experimental, developmental, research or demonstration 

work (other than basic or applied research to be performed under a contract solely by a 

university or college unless all the requirements for data are believed to be known at the 
time of contracting and specified in the contract. 

(2) Data may be ordered under the clause, Additional Data Requirements, at any time 

during contract performance or within a period of 3 years after acceptance of all items to be 

delivered under the contract. The contractor is to be compensated for converting the data 

into the prescribed form, for reproduction, and for delivery. In order to minimize storage 
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costs for the retention of data, the contractor may be relieved of retention requirements for 

specified data items by the Contracting Officer at any time during the retention period 

required by the clause. The Contracting Officer may permit the contractor to identify and 

specify in the contract, data not to be ordered for delivery under the Additional Data 

Requirements clause if such data is not necessary to meet the FAA's requirements for data. 

Also, the Contracting Officer may alter the Additional Data Requirements clause by deleting 

the term 'or specifically used' in paragraph (a) thereof if delivery of such data is not 

necessary to meet the FAA's requirements for data. Any data ordered under this clause will 

be subject to the Rights in Data--General clause (or other equivalent clause setting forth the 

respective rights of the FAA and the contractor) in the contract, and data authorized to be 

withheld under such clause will not be required to be delivered under the Additional Data 

Requirements clause, except as provided in Alternate II or Alternate III, if included in the 
clause . 

(3) Agencies not having an established program for dissemination of computer software 

should give consideration to not ordering additional computer software under the clause, 

Additional Data Requirements, for the sole purpose of disseminating or marketing of the 

software to the public especially if this will provide the contractor additional incentive to 

make improvements to the software at its own expense and disseminate or market it. This 

should not preclude the FAA from including a summary description of computer software 

available from a contractor in any data dissemination programs which it operates, with a 

statement as to how the potential user can obtain it through the contractor, licensee, or 

assignee. In cases where the Contracting Officer orders software for internal purposes, 

consideration should be given, consistent with the Government's needs, to not ordering 

particular source codes, algorithms, processes, formulae or flow charts of the software if the 
contractor shows that this aids its efforts to disseminate or market the software. 

c. Acceptance of Data. Acceptability of technical data delivered under a contract should be in 

accordance with the appropriate contract clause as stated in the clause, Technical Data 

Certification, Revision, and Withholding of Payment--Major Systems, when it is included in 
the contract. (See paragraph d. of this section.) 

d. Major System Acquisition. 

(1) In order to assure that technical data needed to support a major system acquisition are 

timely delivered and are complete, accurate, and satisfy the requirements of the contract 

concerning the data, the clause , Technical Data Certification, Revision, and Withholding of 

Payment--Major Systems, should be included in contracts for or in support of a major 

system, including every detailed design, development, or production contract for a major 

system acquisition and contracts for any individual part, component, subassembly, 

assembly, or subsystem integral to the major system, and other property which may be 

replaced during the service life of the system, and including spare parts and replenishment 
spare parts. 

(2) The clause, Technical Data, Certification, Revision, and Withholding of Payment-Major 

Systems, requires the contractor, upon delivery of any technical data made subject to the 

clause in the contract, to certify that to the best of its knowledge and belief, such data are 

complete, accurate, and comply with contract requirements. It also provides for corrections 

of any deficiencies in the data, as well as for the ability of the Contracting Officer to request 

revisions of the data to reflect engineering design changes made during performance of the 

contract and affecting form, fit, and function of the items the data depict. Further included 

is the authority for the Contracting Officer to withhold payment under the contract to assure 
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timely delivery of the technical data and/or assure correction if the technical data are not 
complete, accurate, and in compliance with contract requirements. 

(3) When the clause, Technical Data, Certification, Revision and Withholding of Payment-

Major Systems, is used, the section of the contract specifying data delivery requirements 

shall expressly identify those line items of technical data to which the clause applies. Upon 

delivery of such technical data, the Contracting Officer or designee should review the 

technical data and the contractor's certification relating thereto to assure that the data are 

complete, accurate, and comply with contract requirements. If not, request the contractor 

to correct the deficiencies. Payment may be withheld until such is done. Final payment 

should not be made under the contract until it has been determined that the delivery 

requirements of those line items of data to which the clause applies have been satisfactorily 

met. 

(4) In a contract for or in support of a major system awarded by a civilian agency other 

than NASA or the U.S. Coast Guard the Contracting Officer should include contractual 

provisions requiring, as an element of performance under the contract, the delivery of any 

technical data, other than computer software, relating to the major system or supplies for 

the major system procured or to be procured by the FAA, which are to be developed 

exclusively with Federal funds in the performance of the contract if the delivery of such 

technical data is needed to ensure the competitive acquisition of supplies or services that 

will be required in substantial quantifies in the future. The clause, Major System-Minimum 

Rights, is to be included in such contracts in addition to the clause at, Rights in Data-

General, and other required clauses, to ensure that the FAA acquires at least those rights in 

technical data developed exclusively with Federal funds. In any contract to which this 

subparagraph d.(4) applies, technical data, other than computer software, relating to a 

major system or supplies for a major system, procured or to be procured by the FAA and 

also relating to the design, development, or manufacture of products or processes offered or 

to be offered for sale to the public (except for such data as may be necessary for the 

Government to operate or maintain the product, or use the process if obtained by the 

United States as an element of performance under the contract), shall not be required to be 

provided to the FAA from persons who have developed such products or processes as a 

condition for the procurement of such products or processes by the Government. 

Procurement Guidance: 

Section 9 : Other Data Rights Provisions .  

a. Other Data Rights Provisions. 

(1) Production of Special Works. The clause, Rights in Data-Special Works, may be used in 

contracts (or may be made applicable to portions thereof) that are primarily for the 

production or compilation of data (other than limited rights data or restricted computer 

software) for the FAA's own use, or when there is a specific need to limit distribution and 

use of the data and/or to obtain indemnity for liabilities that may arise out of the content, 
performance, or disclosure of the data. Examples are 

contracts for: 

(a) The production of audiovisual works, including motion pictures or television recordings 

with or without accompanying sound, or for the preparation of motion picture scripts, 
musical compositions, sound tracks, translation, adaptation, and the like; 
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(b) Histories of the respective agencies, departments, services, or units thereof ; 

(c) Surveys of Government establishments; 

(d) Works pertaining to the instruction or guidance of Government officers and employees in 
the discharge of their official duties; 

(e) The compilation of reports, books, studies, surveys, or similar documents that do not 
involve research, development, or experimental work; 

(f) The collection of data containing personally identifiable information such that the 

disclosure thereof would violate the right of privacy or publicity of the individual to whom 
the information relates; 

(g) Investigatory reports; or 

(h) The development, accumulation, or compilation of data (other than that resulting from 

research, development, or experimental work performed by the contractor), the early 

release of which could prejudice follow-on acquisition activities or agency regulatory or 

enforcement activities. 

(2) The contract may specify the purposes and conditions (including time limitations) under 

which the data may be used, released, or reproduced other than for contract performance. 

Contracts for the production of audiovisual works, sound recordings, etc., may include 

limitations in connection with talent releases, music licenses, and the like that are consistent 

with the purposes for which the works are acquired. 

(3) Subdivision (c)(1)(ii) of the clause, Rights in Data-Special Works, which enables the 

Government to obtain assignment of copyright in any data first produced in the 

performance of the contract, may be deleted if the Contracting Officer determines that such 
assignment is not needed to further the objectives of the contract. 

(4) Paragraph (e) of the clause, which requires the contractor to indemnify the Government 

against any liability incurred as the result of any violation of trade secrets, copyrights, right 

of privacy or publicity, or any libelous or other unlawful matter arising out of or contained in 

any production or compilation of data that are subject to the clause, may be deleted or 

limited in scope where the Contracting Officer determines that, because of the nature of the 

particular data involved, such liability will not arise. 

(5) When the audiovisual or other special works are produced to accomplish a public 

purpose other than acquisition for the FAA's own use (such as for production and 

distribution to the public of such works by other than a Federal agency) the Contracting 

Officer may modify the Rights in Data-Special Works clause for use in such contracts, with 

rights in data provisions which meet FAA's mission needs yet protect free speech and 
freedom of expression, as well as the artistic license of the creator of the work. 

b. Rights Relating to Existing Data Other than Limited Rights Data. 

(1) Acquisition of Existing Audiovisual and Similar Works. The Rights in Data-Existing Works 

clause is for use in contracts exclusively for the acquisition (without modification) of existing 

motion pictures, television recordings, and other audiovisual works; sound recordings; 
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musical, dramatic, and literary works; pantomimes and choreographic works; pictorial, 

graphic, and sculptural works; and works of a similar nature. The contract may set forth 

limitations consistent with the purposes for which the works covered by the contract are 

being acquired. Examples of these limitations are means of exhibition or transmission; time; 

type of audience and geographical location. If the contract requires that works of the type 

indicated in subparagraph b.(1) of this section are to be modified through editing, 

translation, or addition of subject matter, etc. (rather than purchased in existing form) the 
clause, Rights in Data-Special Works, may be used. 

(2) Acquisition of Existing Computer Software. 

(a) When contracting other than from GSA's Multiple Award Schedule contracts for the 

acquisition of existing computer software (i.e., privately developed software normally 

vended commercially under a license or lease agreement restricting its use, disclosure, or 

reproduction), no specific contract clause prescribed in this subpart need be used, but the 

contract (or purchase order) should specifically address the FAA's rights to use, disclose and 

reproduce the software. These rights must be sufficient for the FAA to fulfill the need for 

which the software is being acquired. Such rights may be negotiated and set forth in the 

contract using the guidance concerning restricted rights as set forth in subparagraph 8.h., 

Protection of Restricted Computer Software Specified for Delivery, or the clause , 

Commercial Computer Software-Restricted Rights, may be used. Restricted computer 

software acquired under GSA Multiple Award Schedule contracts and orders are excluded 

from this requirement. The guidance concerning rights set forth in subparagraph 8.h., as 

well as those in the clause, Commercial Computer Software-Restricted Rights, are the 

minimum rights the FAA usually should accept. Thus if greater rights than these minimum 

rights are needed, or lesser rights are to be acquired, they should be negotiated and set 

forth in the contract (or purchase order). This includes any additions to, or limitations on, 

the rights set forth in paragraph (b) of the clause when used. Examples of greater rights 

may be those necessary for networking purposes or use of the software from remote 

terminals communicating with a host computer where the software is located. If the 

computer software is to be acquired with unlimited rights, the contract must also so state. 

In addition, the contract must adequately describe the computer programs and/or data 

bases, the form (tapes, punch cards, disk pack, and the like), and all the necessary 

documentation pertaining thereto. If the acquisition is by lease or license, the disposition of 

the computer software at the end of the term of the lease or license must be addressed. 
This may be accomplished by returning the software to the vendor or destroying it. 

(b) If the contract incorporates, makes reference to, or uses a vendor's standard 

commercial lease, license, or purchase agreement, such agreement should be reviewed to 

assure that it is consistent with subdivision b. (2)(a) of this section. Caution should be 

exercised in accepting a vendor's terms and conditions, which may be directed to 

commercial sales, to ensure that they are appropriate for FAA contracts. Any inconsistencies 

in a vendor's standard commercial agreement should be addressed in the contract and the 

contract terms shall take precedence over the vendor's standard commercial agreement. If 

the clause, Commercial Computer Software-Restricted Rights, is used, inconsistencies in the 

vendor's standard commercial agreement regarding the FAA's right to use, duplicate or 
disclose the computer software are reconciled by that clause. 

(c) If a prime contractor under a contract containing the clause , Rights in Data--General, 

with subparagraph (g)(3) (Alternate III) in the clause, acquires restricted computer 

software from a subcontractor (at any tier) as a separate acquisition for delivery to or for 

use on behalf of the FAA, the Contracting Officer may approve any additions to, or 
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limitations on the restricted rights in the Restricted Rights Notice of subparagraph (g)(3) in 
a collateral agreement incorporated in and made part of the contract. 

(3) Other existing data and works. Except for existing audiovisual and similar works 

pursuant to subparagraph b. (1) of this section, and existing computer software pursuant to 

subparagraph b.(2) of this section, no clause contained in this subpart is required to be 
included in: 

(a) contracts solely for the acquisition of books, periodicals, and other printed items in the 

exact form in which such items are to be obtained unless reproduction rights are to be 

acquired; or 

(b) other contracts (e.g., contracts resulting from sealed bidding) that require only existing 

data (other than limited rights data) to be delivered and such data are available without 

disclosure prohibitions, unless reproduction rights to the data are to be obtained in any 

contract of the type described in subdivision b.(3)(a) or (b) of this section, such rights must 

be specifically set forth in the contract. No clause contained in this subpart is required to be 

included in contracts substantially for on-line data base services in the same form as they 

are normally available to the general public. 

Procurement Guidance: 

Section 8 : Rights In Data and Copyrights .  

a. General. It is necessary for the FAA, in order to carry out the mission and programs, to 

acquire or obtain access to many kinds of data produced during or used in the performance 
of the contracts. FAA requires such data to: 

(1) obtain competition among suppliers; 

(2) fulfill certain responsibilities for disseminating and publishing the results of their 
activities; 

(3) ensure appropriate utilization of the results of research, development, and 

demonstration activities including the dissemination of technical information to foster 
subsequent technological developments; 

(4) and meet other programmatic and statutory requirements. 

Further, for defense purposes, such data are also required by agencies to meet specialized 
acquisition needs and ensure logistics support. 

b. Contractor Proprietary Interest. The FAA recognizes that its contractors may have a 

legitimate proprietary interest (e.g., a property right or other valid economic interest) in 

data resulting from private investment. Protection of such data from unauthorized use and 

disclosure is necessary in order to prevent the compromise of such property right or 

economic interest, avoid jeopardizing the contractor's commercial position, and preclude 

impairment of the FAA's ability to obtain access to or use of such data. The protection of 

such data by the FAA is also necessary to encourage qualified contractors to participate in 

FAA programs and apply innovative concepts to such programs. In light of the above 

considerations, in applying these policies, the FAA seeks to strike a balance between the 
FAA's need and the contractor's legitimate proprietary interest. 
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c. Data Rights--General. All contracts that require data to be produced, furnished, acquired 

or specifically used in meeting contract performance requirements, must contain terms that 

delineate the respective rights and obligations of the Government and the contractor 

regarding the use, duplication, and disclosure of such data, except certain contracts 

resulting from sealed bidding or similar situations which require only existing data (other 

than limited rights data and restricted computer software) to be delivered and reproduction 

rights are not needed for such data. As a general rule the data rights clause, Rights in Data-

-General, including Alternates I - V have been determined to be appropriate for that 

purpose. However, in certain contracts either the particular subject matter of the contract or 

the intended use of the data may require the use of other prescribed clauses, or may not 

require the use of any prescribed clause. Also, in selecting a data rights clause, it is 

important to note that any such clause does not specify the data (in terms of type, quantity 

or quality) that is to be delivered, but only the respective rights of the FAA and the 

contractor to use, disclose, or reproduce such data. Accordingly, the contract should also 
include appropriate terms to specify the data to be delivered. 

d. Unlimited Rights Data. Under the clause, Rights in Data-General, the FAA acquires 
unlimited rights in the following data (except for copyrighted data): 

(1) data first produced in the performance of a contract (except to the extent such data 

constitute minor modifications to data that are limited rights data or restricted computer 

software); 

(2) form, fit, and function data delivered under contract; 

(3) data (except as may be included with restricted computer software) that constitute 

manuals or instructional and training material for installation, operation, or routine 

maintenance and repair of items, components, or processes delivered or furnished for use 
under a contract; and 

(4) all other data delivered under the contract other than limited rights data or restricted 

computer software. If any of the foregoing data are published copyrighted data with the 

notice of 17 U.S.C. 401 or 402, the FAA acquires them under a copyright license, rather 
than with unlimited rights. 

e. Limited Rights Data and Restricted Computer Software. The clause, Rights in Data-

General, enables the contractor to protect qualifying limited rights data and restricted 

computer software by withholding such data from delivery to the FAA and delivering form, 

fit, and function data in lieu thereof. However, when the FAA has a need to obtain delivery 

of limited rights data or restricted computer software, the clause may be used with its 

Alternates II or III. These alternatives enable a Contracting Officer to selectively request the 

delivery of such data with limited rights or restricted rights, either by specifying such 
delivery in the contract or by specific request. 

f. Alternate Definition of Limited Rights Data. In the clause Rights in Data-General, in order 

for data to qualify as limited rights data, in addition to being data that either embody a 

trade secret or are data that are commercial or financial and confidential or privileged, such 

data must also pertain to items, components, or processes developed at private expense, 

including minor modifications thereof. However, for contracts that do not require the 

development use or delivery of items, components or processes that are intended to be 

acquired by or for the Government, the FAA may adopt for general use or for use in specific 
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circumstances the alternate definition of limited rights data set forth in Alternate I to the 

clause. The alternate definition does not require that such data pertain to items, 

components, or processes developed at private expense; but rather that such data were 

developed at private expense and embody a trade secret or are commercial or financial and 
confidential or privileged. 

g. Protection of Limited Rights Data Specified for Delivery. 

(1) Contracting Officers may modify the clause, Rights in Data-General, by use of Alternate 

II, which adds subparagraph (g)(2) to the clause to enable the FAA to require delivery of 

limited rights data rather than allowing the contractor to withhold such data. To obtain such 

delivery, the contract may identify and specify data to be delivered, or the Contracting 

Officer may require, by written request during contract performance, the delivery of data 

that has been withheld or identified as withholdable under subparagraph (g)(1) of the 

clause, Rights in Data General. In addition, if agreed to during negotiations, the contract 

may specifically identify data that are not to be delivered under Alternate II or which, if 

delivered, will be delivered with limited rights. The limited rights obtained by the FAA are 

set forth in the Limited Rights Notice contained in subparagraph (g)(2) (Alternate II). Such 

limited rights data will not, without permission of the contractor, be used by the FAA for 

purposes of manufacture, and will not be disclosed outside the Government except for 

certain specific purposes as may be set forth in the Notice, and then only if the FAA makes 

the disclosure subject to prohibition against further use and disclosure by the recipient. The 

following are examples of specific purposes which may be adopted by an agency in its 

supplement and added to the Limited Rights Notice of subparagraph (g)(2) of the clause 
(Alternate II): 

(a) Use (except for manufacture) by support service contractors. 

(b) Evaluation by nongovernment evaluators. 

(c) Use (except for manufacture) by other contractors participating in the FAA's program of 

which the specific contract is a part, for information and use in connection with the work 
performed under each contract. 

(d) Emergency repair or overhaul work. 

(e) Release to a foreign government, or instrumentality thereof, as the interests of the 

United States Government may require, for information or evaluation, or for emergency 
repair or overhaul work by such government. 

(2) As an aid in determining whether the clause, Rights in Data--General, should be used 

with its Alternate II, the provision of the clause, Representation of Limited Rights Data and 

Restricted Computer Software, may be included in any solicitation containing the clause, 

Rights in Data--General. This representation requests that an offeror state in response to a 

solicitation, to the extent feasible, whether limited rights data are likely to be used in 

meeting the data delivery requirements set forth in the solicitation. In addition, the need for 

Alternate II should be considered during negotiations or discussion with an offeror, 

particularly where negotiations are based on an unsolicited proposal. However, use of the 

clause, Rights in Data-General, without Alternate II does not preclude this Alternate from 

being used subsequently by modification during contract performance, should the need arise 
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for delivery of limited rights data that have been withheld or identified as withholdable. 

(3) Whenever data that would qualify as limited rights data, if it were to be delivered in 

human readable form, is formatted as a computer data base for the purpose of delivery 

under a contract containing the clause, Rights in Data-General, such data is to be treated as 

limited rights data, rather than restricted computer software, for the purposes of paragraph 
(g) of that clause. 

h. Protection of Restricted Computer Software Specified for Delivery. 

(1) Contracting Officers may modify the clause, Rights in Data-General, by use of Alternate 

III, which adds subparagraph (g)(3) to the clause to enable the Government to require 

delivery of restricted computer software rather than allowing the contractor to withhold such 

restricted computer software. To obtain such delivery, the contract may identify and specify 

the computer software to be delivered, or the Contracting Officer may require by written 

request during contract performance, the delivery of computer software that has been 

withheld or identified as withholdable under subparagraph (g)(1) of the clause. In addition, 

if agreed to during negotiations, the contract may specifically identify computer software 

that are not to be delivered under Alternate III or which, if delivered, will be with restricted 

rights. In considering whether to use the clause with its Alternate III, it should be 

particularly noted that unlike other data, computer software is also an end item in itself, 

such that if withheld and form, fit, and function data provided in lieu thereof, an operational 

program will not be acquired. Thus, if delivery of restricted computer software is anticipated 

to be needed to meet contract performance requirements, the Contracting Officer should 

assure that the clause is used with its Alternate III. Unless otherwise agreed to, the 

restricted rights obtained by the FAA are set forth in the Restricted Rights Notice contained 

in subparagraph (g)(3) (Alternate III). Such restricted computer software will not be used 

or reproduced by the FAA, or disclosed outside the Government, except that the computer 
software may be-- 

(a) Used or copied for use in or with the computer or computers for which it was acquired, 

including use at any Government installation to which such computer or computers may be 
transferred; 

(b) Used or copied for use in or with a backup computer if any computer for which it was 

acquired becomes inoperative; 

(c) Reproduced for safekeeping (archives) or backup purposes; 

(d) Modified, adapted, or combined with other computer software, provided that the 

modified, combined, or adapted portions of any derivative software incorporating restricted 
computer software are made subject to the same restricted rights; 

(e) Disclosed to and reproduced for use by support service contractors, subject to the same 
restriction under which the Government acquired the software; 

(f) Used or copied for use in or transferred to a replacement computer; and 

(g) Used in accordance with subdivisions (h)(1)(a) through (e) of this section, without 

disclosure prohibitions, if the computer software is published copyrighted computer 
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software. 

(2) The restricted rights set forth in subparagraph (h)(1) of this section are the minimum 

rights the Government normally obtains with restricted computer software and will 

automatically apply when such software is acquired under the Restricted Rights Notice of 

subparagraph (g)(3) (Alternate III) of the clause. However, either greater or lesser rights, 

consistent with the purposes and needs for which the software is to be acquired, may be 

specified by the Contracting Officer in a particular contract or prescribed in agency 

regulations. For example, consideration should be given to any networking needs or any 

requirements for use of the computer software from remote terminals. Also, in addressing 

such needs, the scope of the restricted rights may be different for the documentation 

accompanying the computer software than for the programs and data bases. Any additions 

to, or limitations on, the restricted rights set forth in the Restricted Rights Notice of 

subparagraph (g)(3) of the clause are to be expressly stated in the contract or in a 

collateral agreement incorporated in and made part of the contract, and the notice modified 

accordingly. 

(3) As an aid in determining whether the clause should be used with its Alternate III, the 

provision of the clause, Representation of Limited Rights Data and Restricted Computer 

Software, may be included in any Screening Information Request containing the clause , 

Rights in Data--General. This representation requests that an offeror state, in response to a 

solicitation, to the extent feasible, whether restricted computer software is likely to be used 

in meeting the data delivery requirements set forth in the Screening Information Request. 

In addition, the need for Alternate III should be considered during negotiations or 

discussions with an offeror, particularly where negotiations are based on an unsolicited 

proposal. However, use of the clause, Rights in Data--General, without Alternate III does 

not preclude this Alternate from being used subsequently by modification during contract 

performance, should the need arise for the delivery of restricted computer software that has 

been withheld or identified as withholdable. 

i. Copyrighted Data. 

(1) Data First Produced in the Performance of a Contract. In order to enhance the transfer 

or dissemination of information produced at Government expense, contractors are normally 

authorized, without prior approval of the Contracting Officer to establish claim to copyright 

subsisting in technical or scientific articles based on or containing data first produced in the 

performance of work under a contract containing the clause , Rights in Data-General and 

published in academic, technical or professional journals, symposia proceedings and similar 

works. Otherwise, the permission of the Contracting Officer is required to establish claim to 

copyright subsisting in data first produced in the performance of a contract unless the 

clause is used with its Alternate IV. Agencies may, however, restrict copyright under certain 
circumstances. 

(2) Usually, permission for a contractor to establish claim to copyright subsisting in data 

first produced under the contract will be granted when copyright protection will enhance the 

appropriate transfer or dissemination of such data and the commercialization of products or 

processes to which it pertains. The request for permission must be made in writing, and 

may be made either prior to contract award or subsequently during contract performance. It 

should identify the data involved or furnish copies of the data for which permission is 

requested, as well as a statement as to the intended publication or dissemination media or 
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other purpose for which copyright is desired. The request normally will be granted unless: 

(a) the data consist of a report that represents the official views of the agency or that the 
agency is required by statute to prepare; 

(b) the data are intended primarily for internal use by the Government; 

(c) the data are of the type that the agency itself distributes to the public under an agency 
program; 

(d) the Government determines that limitation on distribution of the data is in the national 

interest; 

(e) the Government determines that the data should be disseminated without restriction. 

(3) An Alternate IV is provided for use with the clause, Rights in Data--General, which 

provides a substitute subparagraph (c)(1) in the clause granting blanket permission for 

contractors to establish claim to copyright subsisting in all data first produced in the 

performance of the contract without further request being made by the contractor. Alternate 

IV should be used in all contracts for basic or applied research (other than those for 

management or operation of Government facilities and in contracts and subcontracts in 

support of programs being conducted at such facilities or where international agreements 

require otherwise) to be performed solely by colleges and universities. Alternate IV should 

not be used in contracts with colleges and universities if a purpose of the contract is for 

development of computer software for distribution to the public (including use in Screening 

Information Requests) by or on behalf of the Government. In addition, Alternate IV may be 

used in other contracts if the Contracting Officer determines to grant blanket permission for 

contractors to establish claim to copyright subsisting in all data first produced in the 

performance of contract without further request being made by the contractor. In any 

contract where Alternate IV is used, the contract may exclude any data, items or categories 

of data from the blanket permission granted, either by express provisions in the contract or 
by the addition of a subparagraph (d)(3) to the clause. 

(4) Whenever a contractor establishes claim to copyright subsisting in data (other than 

computer software) first produced in the performance of a contract, the Government is 

granted a paid-up nonexclusive, irrevocable, worldwide license to reproduce, prepare 

derivative works, distribute to the public, perform publicly and display publicly by or on 

behalf of the Government, for all such data, as set forth in subparagraph (c)(1) of the 

clause, Rights in Data--General. For computer software the scope of the Government's 

license does not include the right to distribute to the public. The FAA may also, either on a 

case-by-case basis, or on a class basis, obtain a license of different scope than set forth in 

subparagraph (c)(1) of the clause if the FAA determines that such different license will 

substantially enhance the transfer or dissemination of any data first produced under the 

contract, and will not interfere with the Government's use of the data as contemplated by 

the contract or if required for international agreements. If an agency obtains such a 

different license, the scope of that license shall be clearly stated in a conspicuous place on 

the medium on which the data is recorded. That is, if a report, the scope of the different 

license shall be put on the cover, or first page, of the report. If computer software, the 
scope of the different license shall be placed on the most conspicuous place available. 

(5) Whenever a contractor establishes claim to copyright in data first produced in the 
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performance of a contract, irrespective of which Alternate is used with the clause or the 

scope of the Government's license, the contractor is required to affix the applicable 

copyright notices of 17 U.S.C. 401 or 402, and acknowledgment of Government 

sponsorship, (including the contract number) to the data whenever such data are delivered 

to the Government, published, or deposited for registration as a published work in the U.S. 

Copyright Office. Failure to do so could result in such data being treated as unlimited rights 

data. 

j. Data Not First Produced in the Performance of a Contract. 

(1) Contractors are not to incorporate in data delivered under a contract any data that is not 

first produced under the contract and that is marked with the copyright notice of 17 U.S.C 
401 or 402, without either: 

(a) acquiring for or granting to the Government certain copyright license rights for the data; 
or 

(b) obtaining permission from the Contracting Officer to do otherwise. 

The copyright license the Government acquires for such data will normally be of the same 

scope as set forth in subparagraph (c)(2) of the clause, Rights in Data--General. However, 

the FAA may, on a case-by-case basis, or on a class basis, obtain a license of different 

scope if the FAA determines that such different license will not be inconsistent with the 

purpose of acquiring the data. If a license of a different scope is acquired, it must be so 

stated in the contract and clearly set forth in a conspicuous place on the data when 

delivered to the Government. In addition, if computer software not first produced under a 

contract is delivered with the copyright notice of 17 U.S.C. 401, the Government's license 

will be as set forth in subparagraph (g)(3) (Alternate III) if included in the clause , Rights in 

Data--General, or as otherwise may be provided in a collateral agreement incorporated in or 
made part of the contract. 

(2) Contractors delivering data with both authorized limited rights or restricted rights notice 

and the copyright notice of 17 U.S.C. 401 or 402 should modify the copyright notice to 

include the following (or similar) statement: 'Unpublished--all rights reserved under the 

copyright laws of the United States.' If this statement is omitted, the contractor may be 

afforded an opportunity to correct it in accordance with the section herein on Omitted or 

Incorrect Notice. Otherwise, data delivered with a copyright notice of 17 U.S.C. 401 or 402 

may be presumed to be published copyrighted data subject to the applicable license rights 

set forth in paragraph 8.j., Data Not First Produced in the Performance of a Contract, 
without disclosure limitations or restrictions. 

(3) If contractor action causes limited rights or restricted right data to be published with the 

copyright notice of 17 U.S.C.401 or 402 after its delivery to the FAA, the FAA is relieved of 

disclosure and use limitations and restrictions regarding such data, and the contractor 

should advise the FAA, request that a copyright notice be placed on the copies of the data 
delivered to the FAA and acknowledge that the applicable copyright license applies. 

k Release, Publication, and Use of Data. 

(1) In paragraph (d) of the clause, Rights in Data--General, subparagraph (d)(1) recognizes 

the fact that normally the contractor has the right to use, release to others, reproduce, 
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distribute, or publish data first produced in the performance of a contract, except to the 

extent such data may be subject to Federal export control or to national security laws or 

regulations. In addition, to the extent the contractor receives or is given access to data that 

is necessary for the performance of the contract from or by the Government or others 

acting on behalf of the Government, and the data contains restrictive markings, 

subparagraph (d)(2) provides an agreement with the contractor to treat the data in 

accordance with the markings, unless otherwise specifically authorized by the Contracting 
Officer. 

(2) In contracts for basic or applied research with universities or colleges, no restrictions 

may be placed upon the conduct of or reporting on the results of unclassified basic or 

applied research, except as provided in applicable U.S. Statutes. For the purposes of this 

section, FAA restrictions on the release or disclosure of computer software that has been, 

readily can be, or is intended to be, developed to the point of practical application (including 

for agency distribution under established programs) are not considered restrictions on the 

reporting of the results of basic or applied research. The FAA may also restrict claim to 

copyright in any computer software for purposes of established agency distribution 
programs, or where required to accomplish the purpose for which the software is produced. 

(3) Except for the results of basic or applied research under contracts with universities or 

colleges, FAA may, place limitations or restrictions on the contractor's right to use, release 

to others, reproduce, distribute, or publish any data first produced in the performance of the 

contract including a requirement to assign copyright to the Government or another party, 

either by adding a subparagraph (d)(3) to the Rights in Data-General clause, or by express 

limitations or restrictions in the contract. In the latter case, the limitations or restrictions 

should be referenced in the Rights in Data-General clause. However, such regulatory 

restrictions or limitations should not be imposed unless they are determined by the agency 

to be necessary in the furtherance of agency mission objectives, needed to support specific 

agency programs, or necessary to meet statutory requirements. Notwithstanding the 

provisions of this subparagraph, agencies may obtain, for information purposes only, 

advance copies of articles intended for publication in academic, scientific or technical 
journals or symposia proceedings or similar works. 

l. Unauthorized Marking of Data. In accordance with paragraph (e) of clause , Rights in 

Data--General, FAA as the right to either return to the contractor data containing markings 

not authorized by that clause, or to cancel or ignore such markings. However, markings will 

not be canceled or ignored without making written inquiry of the contractor and affording 

the contractor at least 30 days to provide a written justification to substantiate the propriety 

of the markings. Failure of the contractor to respond, or failure to provide a written 

justification to substantiate the propriety of the markings within the time afforded, may 

result in the Government's action to cancel or ignore the markings. If the contractor 

provides a written justification to substantiate the propriety of the markings, it will be 

considered by the Contracting Officer and the contractor notified of any determination based 

thereon. If the Contracting Officer determines that the markings are authorized, the 

contractor will be so notified in writing. Further, if the Contracting Officer determines, with 

concurrence of the head of the contracting activity, that the markings are not authorized, 

the contractor will be furnished a written determination which shall become the final agency 

decision regarding the appropriateness of the markings and the markings will be canceled or 

ignored and the data will no longer be made subject to disclosure prohibitions, unless the 

contractor files suit within 90 days in a court of competent jurisdiction. In any event, the 

markings will not be canceled or ignored unless the contractor fails to respond within the 

period provided, or, if the contractor does respond, until final resolution of the matter, 



FAST Version 01/2009 

CR 09-10 

p. 19 

either by the Contracting Officer's determination becoming the final agency decision or by 

final disposition of the matter by court decision if suit is filed. The foregoing procedures may 

be modified in accordance with agency regulations implementing the Freedom of 

Information Act (5 U.S.C. 552) if necessary to respond to a request thereunder. In addition, 

the contractor is not precluded from bringing a claim under the Contract Disputes Act, 

including pursuant to the Disputes clause of this contract if applicable, that may arise as the 

result of the Government's action to remove or ignore any markings on data, unless such 

action occurs as the result of a final disposition of the matter by a court of competent 
jurisdiction. 

m. Omitted or Incorrect Notices. 

(1) Data delivered under a contract containing the clause, Rights in Data-General, without a 

limited rights notice or restricted rights notice, and without a copyright notice, will be 

presumed to have been delivered with unlimited rights, and the FAA assumes no liability for 

the disclosure, use, or reproduction of such data. However, to the extent the data has not 

been disclosed without restriction outside the Government, the contractor may within 6 

months (or a longer period approved by the Contracting Officer for good cause shown) 

request permission of the Contracting Officer to have omitted limited rights or restricted 

rights notices, as applicable, placed on qualifying data at the contractor's expense, and the 
Contracting Officer may agree to so permit if the contractor: 

(a) identifies the data for which a notice is to be added or corrected; 

(b) demonstrates that the omission of the proposed notice was inadvertent; 

(c) establishes that use of the proposed notice is authorized; and 

(d) acknowledges that the Government has no liability with respect to any disclosure or use 

of any such data made prior to the addition of the notice or resulting from the omission of 

the notice. 

(2) The Contracting Officer may also: 

(a) permit correction, at the contractor's expense, of incorrect notices if the contractor 

identifies the data on which correction of the notice is to be made, and demonstrates that 
the correct notice is authorized, or 

(b) correct any incorrect notices. 

n. Inspection of Data at the Contractor's Facility. Contracting Officers may obtain the right 

to inspect data at the contractor's facility by use of Alternate V, which adds paragraph (j) to 

provide that right in the clause, Rights in Data--General. The FAA may also adopt Alternate 

V for general use. The data subject to inspection may be data withheld or withholdable 

under subparagraph (g)(1) of the clause. Such inspection may be made by the Contracting 

Officer or designee (including nongovernmental personnel under the same conditions as the 

Contracting Officer) for the purpose of verifying a contractor's assertion regarding the 

limited rights or restricted rights status of the data, or for evaluating work performance 

under the contract. This right may be exercised up to 3 years after acceptance of all items 

to be delivered under the contract. The contract may specify data items that are not subject 

to inspection under paragraph (j) (Alternate V). If the contractor demonstrates to the 
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Contracting Officer that there would be a possible conflict of interest if inspection were 

made by a particular representative, the Contracting Officer shall designate an alternate 

representative. 

Procurement Guidance: 

Section 7 : Administration of Patent Rights Clauses .  

a. Patent Rights Follow-Up. It is important that the FAA and the contractor know and 

exercise their rights in inventions conceived or first actually reduced to practice in the 

course of or under Government contracts in order to ensure their expeditious availability to 

the public, avoid unnecessary payment of royalties, and to defend themselves against 

claims and suits for patent infringement. To attain these ends, contracts having a patent 
rights clause should be so administered that: 

(1) Inventions are identified, disclosed, and reported as required by the contract, and 

elections are made; 

(2) The rights of the FAA in such inventions are established; 

(3) Where patent protection is appropriate, patent applications are timely filed and 
prosecuted by contractors or by the FAA; 

(4) The rights of the Government in filed patent applications are documented by formal 
instruments such as licenses or assignments; and 

(5) Expeditious commercial utilization of such inventions is achieved. 

b. Funding Agreements. If a subject invention is made under funding agreements of more 

than one agency, at the request of the contractor or on their own initiative, the agencies 

should designate one agency as responsible for administration of the rights of the 

Government in the invention. 

c. Follow-up by Contractor. 

(1) Contractor Procedures. If required by the applicable clause the contractor shall establish 

and maintain effective procedures to ensure its patent rights obligations are met and that 

subject inventions are timely identified and disclosed, and when appropriate, patent 
applications are filed. 

(2) Contractor Reports. Contractors shall submit all reports required by the patent rights 

clause to the Contracting Officer or other representative designated for such purpose in the 

contract. The FAA may provide specific forms for use on an optional basis for such 

reporting. The Contracting Officer shall forward a copy of all reports required by the patent 

rights clause to the FAA Technology Transfer Program, William J. Hughes Technical Center. 

d. Follow-up by the Government. 

(1) The FAA should maintain appropriate follow-up procedures to protect the Government's 

interest and to check that subject inventions are identified and disclosed, and when 

appropriate, patent applications are filed, and that the FAA's rights therein are established 

and protected. Follow-up activities for contracts placed by or for other Government agencies 
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should be coordinated with the appropriate agency. 

(2) The Contracting Officer administering the contract (or other representative specifically 

designated in the contract for such purpose) is responsible for receiving invention 

disclosures, reports, confirmatory instruments, notices, requests, and other documents and 

information submitted by the contractor pursuant to a patent rights clause. If the contractor 

fails to furnish documents or information as called for by the clause within the time 

required, the Contracting Officer should promptly request the contractor to supply the 

required documents or information and, if the failure persists, should take appropriate 

action to secure compliance. Invention disclosures, reports, confirmatory instruments, 

notices, requests, and other documents and information relating to patent rights clauses 

should be promptly furnished by the Contracting Officer administering the contract (or other 

designee) to the procuring agency or contracting activity for which the procurement was 
made for appropriate action. 

(3) Contracting activities should take the appropriate actions to detect and correct failures 

by the contractor to comply with its obligations under the patent rights clauses, such as 

failures to disclose and report subject inventions, both during and after contract 

performance. Ordinarily a contractor should have written instructions for its employees 

covering compliance with these contract obligations. FAA effort to review and correct 

contractor compliance with its patent rights obligations should be directed primarily towards 

contracts that, because of the nature of the research, development, or experimental work or 

the large dollar amount spent on such work, are more likely to result in subject inventions 

significant in number or quality, and towards contracts when there is reason to believe the 

contractors may not be complying with their contractual obligations. Other contracts may be 

reviewed using a spot check method, as feasible. Appropriate follow-up procedures and 

activities may include the investigation or review of selected contracts or contractors by 

those qualified in patent and technical matters to detect failures to comply with contract 

obligations. 

(4) Follow-up activities should include, where appropriate, use of Government patent 

personnel: 

(a) To interview agency technical personnel to identify novel developments made in 
contracts; 

(b) To review technical reports submitted by contractors with cognizant agency technical 
personnel; 

(c) To check the Official Gazette of the United States Patent and Trademark Office and other 

sources for patents issued to the contractor in fields related to its Government contracts; 

and 

(d) If additional information is required, to have cognizant Government personnel interview 

contractor personnel regarding work under the contract involved, observe the work on site, 

and inspect laboratory notebooks and other records of the contractor related to work under 
the contract. 

(5) If it is determined that a contractor or subcontractor does not have a clear 

understanding of the rights and obligations of the parties under a patent rights clause, or 

that its procedures for complying with the clause are deficient, a post-award orientation 
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conference or letter should ordinarily be used to explain these rights and obligations. When 

a contractor fails to establish, maintain, or follow effective procedures for identifying, 

disclosing, and when appropriate, filing patent applications on inventions (if such procedures 

are required by the patent rights clause), or after appropriate notice fails to correct any 
deficiency, the Contracting Officer may: 

(a) Require the contractor to make available for examination books, records, and 

documents relating to the contractor's inventions in the same field of technology as the 

contract effort to enable a determination of whether there are such inventions; 

(b) May invoke the withholding of payments provision, if any, of the patent rights clause or 

of any other contract clause if the contractor fails to disclose subject invention. Significant 

or repeated failures by a contractor to comply with the patent rights obligation in the 
contracts should be documented and made a part of the general file. 

e. Conveyance of Invention Rights Acquired by the FAA. 

(1) The FAA is responsible for those procedures necessary to protect the Government's 

interest in subject inventions. When the FAA acquires the entire right, title, and interest in 

an invention by contract, this is normally accomplished by an assignment either from each 

inventor to the contractor and from the contractor to the FAA, or from the inventor to the 

FAA with the consent of the contractor, so that the chain of title from the inventor to the 

FAA is clearly established. When the FAA's rights are limited to a license, there should be a 
confirmatory instrument to that effect. 

(2) The form of conveyance of title from the inventor to the contractor must be legally 

sufficient to convey the rights the contractor is required to convey to the FAA. The FAA may, 

by supplemental instructions develop suitable assignments, licenses, and other papers 

evidencing any rights of the Government in patents or patents applications, including such 

instruments as may be required to be recorded in the Statutory Register or documented in 

the Government Register maintained by the U.S. Patent and Trademark Office pursuant to 

Executive Order 9424, February 18, 1944. 

f. Publication or Release of Invention Disclosures.  

(1) To protect their mutual interests, contractors and the FAA should cooperate in deferring 

the publication or release of invention disclosures until the filing of the first patent 

application, and use their best efforts to achieve prompt filing when publication or release 

may be imminent. The FAA will, on its part and to the extent authorized by 35 U.S.C. 205, 

withhold from disclosure to the public any invention disclosures reported under the patent 

rights clauses for a reasonable time in order for patent applications to be filed. The 

protection of confidentiality must be followed in accordance with paragraph 4.j., 
Confidentiality of Inventions. 

(2) The FAA will also use reasonable efforts to withhold from disclosure to the public for a 

reasonable time other information disclosing a reported invention included in any data 

delivered pursuant to contract requirements; provided, that the contractor notifies the 

agency as to the identity of the data and the invention to which it relates at the time of 

delivery of the data. Such notification must be to both the Contracting Officer and any 

patent representative to which the invention is reported, if other than the Contracting 
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Officer. 

(3) As an additional protection for small business firms and nonprofit organizations 37 CFR 

Part 401 prescribes that agencies shall not disclose or release, in accordance with 35 U.S.C. 

205, for a period of 18 months from the filing date of the application to third parties 

pursuant to request under the Freedom of Information Act or otherwise copies of any 

document which the agency obtained under contract which is part of an application for 

patent with the U.S. Patent and Trademark Office or any foreign patent office filed by the 

contractor (or its assignees, licensees, or employees) on a subject invention to which the 

contractor has elected to retain title. This prohibition does not extend to disclosure to other 

Government agencies or contractors of Government agencies under an obligation to 
maintain such information in confidence. 

g. Licensing Background Patent Rights to Third Parties. 

(1) A contract with a small business firm or nonprofit organization will not contain a 

provision allowing the Government to require the licensing to third parties of inventions 

owned by the contractor that are not subject inventions unless such provision has been 

approved by the agency head and written justification has been signed by the agency head. 

Any such provision will clearly state whether the licensing may be required in connection 

with the practice of a subject invention, a specifically identified work object, or both. The 

agency head may not delegate the authority to approve such provisions or to sign 
justifications for such provisions. 

(2) The FAA will not require the licensing of third parties under any such provision unless 

the agency head determines that the use of the invention by others is necessary for the 

practice of a subject invention or for the use of a work object of the contract and that such 

action is necessary to achieve the practical application of the subject invention or work 

object. Any such determination will be on the record after an opportunity for a hearing, and 

the contractor shall be given notification of the determination by certified or registered mail. 

The notification should include a statement that any action commenced for judicial review of 

such determination must be brought by the contractor within 60 days after the notification. 

Procurement Guidance: 

Section 6 : Contracts for Construction Work or Architect-Engineer Services .  

a. Patents Rights Clause Required. A screening information request or contract for 

construction work or architect-engineer services should include a patent rights clause 
selected in accordance with the procedures of paragraph 4.k.(1) of this guidance if: 

(1) It has as a purpose the performance of experimental, developmental, or research work 
or test and evaluation studies involving such work; and 

(2) Calls for, or can be expected to involve, the design of a Government facility or of novel 

structures, machines, products, materials, processes, or equipment (including construction 
equipment). 

b. Standard Types of Construction. A screening information request or contract for 

construction work or architect-engineer services that calls for or can be expected to involve 

only "standard types of construction" to be built by previously developed equipment, 

methods, and processes should not include a patent rights clause. The term "standard types 

of construction" means construction in which the distinctive features, if any, in all likelihood 
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will amount to no more than-- 

(1) Variations in size, shape, or capacity of otherwise structurally orthodox and 
conventionally acting structures or structural groupings; or 

(2) Purely artistic or esthetic (as distinguished from functionally significant) architectural 

configurations and designs of both structural and nonstructural members or groupings, 

which may or may not be sufficiently novel or meritorious to qualify for design protection 
under the design patent or copyright laws. 

c. Subcontracts. The procedures of this section apply to all construction and architect-

engineer services contracts at any tier. Therefore, a contractor awarding a subcontract and 

a subcontractor awarding a lower-tier subcontract that has as a purpose the conduct of 

experimental, developmental, or research work is required to determine the appropriate 

patent rights clause to be included that is consistent with these procedures. Generally, the 

clauses specified in the higher-tier contract will be used and the patent rights clause should 

specifically state this. However, the Contracting Officer may direct the use of a particular 
patent rights clause in any lower-tier contract in accordance with the procedures herein. 

d. Unacceptable Proffered Clause. Whenever a prime contractor or a subcontractor considers 

the inclusion of a particular clause in a subcontract to be inappropriate or a subcontractor 

refuses to accept the proffered clause, the matter should be resolved by the Contracting 

Officer in consultation with legal counsel. 

e. Economic Leverage. Contractors shall not use their ability to award subcontracts as 

economic leverage to acquire rights for themselves in inventions resulting from 
subcontracts. 

f. Appeals. 

(1) The agency official initially authorized to take any of the following actions should provide 

the contractor with a written statement of the basis for the action at the time the action is 

taken, including any relevant facts that were relied upon in taking the action: 

(a) A refusal to grant an extension to the invention disclosure period in accordance with 
paragraph (c)(4) of the clause, Patent Rights-Retention by the Contractor. 

(b) A request for conveyance of title to the Government. 

(c) A refusal to grant a waiver under paragraph 4.g., Preference for U.S. Industry. 

(d) A refusal to approve an assignment under paragraph 4.p., Licenses and assignments 
under contracts with nonprofit organizations. 

(e) A refusal to approve an extension of the exclusive license period. 

(2) The above actions are subject to the Contract Disputes Act, and may be appealed in 

accordance with the FAA's Alternate Disputes Resolution procedures. These procedures will 

consider the factual and legal basis for the action and its consistency with the policy and 

objectives of 35 U.S.C. 200-206 and FAA's policy. 
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Guidance: 
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Section A : Patents, Copyrights, and Rights in Data and Copyrights  

 
 

Section 1 : General  
Old Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 1 : General  

a. The FAA encourages the maximum practical commercial use of inventions made while 

performing Government contracts. 

b. Generally, the Government will not refuse to award a contract on the grounds that the 

prospective contractor may infringe a patent. 

c. The FAA encourages the use of inventions in performing contracts and, by appropriate 

contract clauses authorizes and consents to such use, even though the inventions may be covered 

by U.S. patents and indemnification against infringement may be appropriate. 

d. Generally, the Government should be indemnified against infringement of U.S. patents 

resulting from performing contracts when the supplies or services acquired under the contracts 

normally are, or have been sold or offered for sale by any supplier to the public in the 

commercial open market or are the same as such supplies or services with relatively minor 

modifications. 
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e. The FAA's policy is to acquire supplies or services on a competitive basis. However, it is 

important that the efforts directed toward competition should not improperly demand or use data 

relating to private developments. 

f. The FAA honors rights in data resulting from private developments and limits its demands for 

such rights to those essential for FAA purposes. 

g. The FAA honors rights in patents, data, and copyrights, and complies with the stipulations of 

law in using or acquiring such rights. 

h. Generally, the Government requires that contractors obtain permission from copyright owners 

before including privately-owned copyrighted works in data required to be delivered under 

Government contracts. 

i. When dealing with patents, copyrights, rights in data, or any body of intellectual property, it is 

essential that the Contracting Officer, technical officer and legal counsel work closely together to 

tailor clauses to ensure that the desired protection is included in the screening information 

request (SIR) and subsequent contract. 

New Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 1 : General  

a. The policies stated in this section are applicable to all contracts entered into by the 

FAA.  Cooperative Agreements (“Section 106 Cooperative Agreements”) and “Other 

Transaction Agreements” entered into under the authority of 49 U.S.C. 106 do not necessarily 

require the use of the Intellectual Property clauses found at Section 3.5 of the AMS.  Specific 

provisions dealing with intellectual property in Section 106 Cooperative Agreements and Other 

Transaction Agreements must be negotiated.  Contracting Officers should follow the guidance in 

this section and draft appropriate clauses in consultation with legal counsel.   

b. The Government encourages the maximum practical commercial use of inventions made 

under Government contracts. 

c. Generally, the FAA will not refuse to award a contract on the grounds that the prospective 

contractor may infringe a patent.  The FAA may authorize and consent to the use of inventions in 

the performance of certain contracts, even though the inventions may be covered by U.S. patents. 

d. Generally, contractors providing commercial items should indemnify the Government against 

liability for the infringement of U.S. patents. 

e. The FAA recognizes rights in data developed at private expense, and limits its demands for 

delivery of that data.  When such data is delivered, the FAA will acquire only those rights 

essential to its needs. 
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f. Generally, the FAA requires that contractors obtain permission from copyright owners before 

including copyrighted works owned by others in data to be delivered to the Government. 

Red Line Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 1 : General  

a. The FAA encourages thepolicies maximum practical commercial use of inventions made 

while performing Governmentstated in this section are applicable to all contracts entered 

contracts. b.into Generally,by the GovernmentFAA.  will notCooperative Agreements 

refuse(“Section 106 Cooperative Agreements”) toand award“Other Transaction Agreements” a 

contract onentered into under the groundsauthority that theof 49 prospectiveU.S.C. contractor 

may infringe a106 do not necessarily patent. c.require The FAA encouragesthe use of the 

useIntellectual of inventions in performing contractsProperty clauses found at Section and,3.5 

by appropriateof the contractAMS.  clauses authorizes and consents to suchSpecific provisions 

dealing with intellectual property use,in even though the inventions may be covered bySection 

106 Cooperative Agreements and Other Transaction Agreements U.Smust be 

negotiated.  patents and indemnification against infringement may beContracting Officers 

should follow the guidance in appropriate. d.this Generally,section the Government should be 

indemnified against infringement of Uand draft appropriate clauses in consultation with legal 

counsel.S   

b. patents resulting from performing contracts when the supplies or services acquiredThe 

Government encourages the maximum practical commercial use of inventions made under 

theGovernment contracts normally. 

c. areGenerally, or have beenthe sold or offered for sale by any supplier toFAA will not refuse 

to award a contract on the publicgrounds inthat the commercial openprospective market or are 

thecontractor may infringe a samepatent.  as such supplies or services with relatively minorThe 

FAA may authorize and consent to the modifications. e.use Theof FAA'sinventions policy is to 

acquire suppliesin the performance of certain orcontracts, services on a competitiveeven 

though the inventions basis.may However,be it iscovered by importantU.S. thatpatents. 

d. theGenerally, efforts directed toward competitioncontractors providing commercial items 

should notindemnify improperly demand or use data relating to private developmentsthe 

Government against liability for the infringement of U. S. patents. 

fe. The FAA honorsrecognizes rights in data resultingdeveloped fromat private 

developmentsexpense, and limits its demands for such rights to those essentialdelivery for 

FAAof that purposes. gdata.  The FAA honors rights inWhen patents,such data, and 

copyrightsis delivered, and complies with the stipulations of lawFAA will acquire inonly those 

using or acquiring such rightsrights essential to its needs.  

hf. Generally, the GovernmentFAA requires that contractors obtain permission from copyright 

owners before including privately-owned copyrighted works in data required to be delivered 
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under Government contracts. i. When dealing with patents,owned copyrights,by rightsothers in 

data, or any body of intellectual property, it is essential that the Contracting Officer, technical 

officer and legal counsel work closely together to tailor clausesbe delivered to ensure that the 

desired protection is included in the screening information request (SIR) and subsequent 

contractGovernment. 

 
 

Section 2 : Patents  
Old Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 2 : Patents  

a. Authorization and Consent. In those cases where the FAA has authorized or consented to the 

manufacture or use of an invention described in and covered by a patent of the United States, any 

suit for infringement of the patent based on the manufacture or use of the invention by or for the 

United States by a contractor (including a subcontractor at any tier) can be maintained only 

against the FAA in the U.S. Claims Court and not against the contractor or subcontractor (28 

U.S.C. 1498). To ensure that work by a contractor or subcontractor under a FAA contract may 

not be enjoined by reason of patent infringement, the FAA shall give authorization and consent 

as specified within the applicable contract. The liability of the FAA for damages in any such suit 

against it may, however, ultimately be borne by the contractor or subcontractor in accordance 

with the terms of any patent indemnity clause included in the contract, and an authorization and 

consent clause does not detract from any patent indemnification commitment by the contractor or 

subcontractor. Therefore, both a patent indemnity clause and an authorization and consent clause 

may be included in the same contract. 

b. Exclusions. An SIR or contract should not include any clause whereby the FAA expressly 

agrees to indemnify the contractor against liability for patent infringement; or any authorization 

and consent clause when both complete performance and delivery are outside the united states, 

its possessions, and Puerto Rico. 

c. Notice and Assistance. The contractor is required to notify the Contracting Officer of all 

claims of infringement that come to the contractor's attention in connection with performing a 

FAA contract. The contractor is also required, when requested, to assist the FAA with any 

evidence and information in its possession in connection with any suit against the FAA, or any 

claims against the FAA made before suit has been instituted, on account of any alleged patent or 

copyright infringement arising out of or resulting from the contract performance. 

d. Patent Indemnification of the FAA by Contractor. To the extent set forth herein, the FAA 

requires reimbursement for liability for patent infringement arising out of or resulting from 

performing construction contracts or contracts for supplies or services that normally are or have 

been sold or offered for sale by any supplier to the public in the commercial open market or that 

are the same as such supplies or services with relatively minor modifications. Appropriate 



FAST Version 01/2009 

CR 09-10 

p. 29 

clauses for indemnification of the FAA should be included in Screening Information Request 

(SIR)s and contracts. 

e. Application of a Patent Indemnity Clause. A patent indemnity clause may not be appropriate 

for Research and Development solicitations and contracts containing an Authorization and 

Consent clause unless the clause is used solely with respect to supplies as described in paragraph 

2.d. above. The patent indemnity clause also should not be used when the contract is for supplies 

or services (or such items with relatively minor modifications) that clearly are not, or have not 

been sold or offered for sale by any supplier to the public in the commercial open market; or 

when both performance and delivery are to be outside the United States, its possessions, and 

Puerto Rico, unless the contract indicates that the supplies or other deliverables are ultimately to 

be shipped into one of those areas. However, a patent indemnity clause may be included in: 

(1) Contracts to obtain an indemnity regarding specific components, spare parts, or services sold 

or offered for sale; and 

(2) Contracts if a patent owner contends that the acquisition would result in patent infringement 

and the prospective contractor, after responding to a SIR that did not contain an indemnity 

clause, is willing to indemnify the FAA against such infringement either without increase in 

price on the basis that the patent is invalid or not infringed, or for other good reasons. 

New Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 2 : Patents and Copyrights  

a. Patent and copyright infringement liability. 

(1) Pursuant to 28 U.S.C. 1498, the exclusive remedy for patent or copyright 

infringement by or on behalf of the Government is a suit for monetary damages against 

the Government in the Court of Federal Claims.  There is no injunctive relief available, 

and there is no direct cause of action against a contractor that is infringing a patent or 

copyright with the authorization or consent of the Government (e.g., while performing a 

contract). 

(2) The FAA may expressly authorize and consent to a contractor’s use or manufacture of 

inventions covered by U.S. patents by inserting the clause at AMS 3.5-1, Authorization 

and Consent. 

(3) Because of the exclusive remedies granted in 28 U.S.C. 1498, the FAA requires 

notice and assistance from its contractors regarding any claims for patent or copyright 

infringement by inserting the clause at AMS 3.5-2, Notice and Assistance Regarding 

Patent and Copyright Infringement. 
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(4) The FAA may require a contractor to reimburse it for liability for patent infringement 

arising out of a contract for commercial items by inserting the clause at AMS 3.5-3, 

Patent Indemnity. 

b. Royalties. 

(1) Reporting of royalties. 

(a) To determine whether royalties anticipated or actually paid under FAA 

contracts are excessive, improper, or inconsistent with Government patent rights, 

the SIR provision at AMS 3.5-6, Royalty Information, requires prospective 

contractors to furnish royalty information.  The contracting officer shall take 

appropriate action to reduce or eliminate excessive or improper royalties. 

(b) If the response to a SIR includes a charge for royalties, the contracting officer 

shall, before award of the contract, forward the information to the office having 

cognizance of patent matters for the contracting activity (generally the legal office 

that services the contracting activity responsible for the acquisition).  The 

cognizant office shall promptly advise the contracting officer of appropriate 

action. 

(c) The contracting officer, when considering the approval of a subcontract, shall 

require royalty information if it is required under the prime contract.  The 

contracting officer shall forward the information to the office having cognizance 

of patent matters.  However, the contracting officer need not delay consent while 

awaiting advice from the cognizant office. 

(d) The contracting officer shall forward any royalty reports to the office having 

cognizance of patent matters for the contracting activity. 

(2) Notice of Government as a licensee. 

(a) When the Government is obligated to pay a royalty on a patent because of an 

existing license agreement and the contracting officer believes that the licensed 

patent will be applicable to a prospective contract, the FAA should furnish the 

prospective offerors with 

(i) Notice of the license; 

(ii) The number of the patent; and 

(iii) The royalty rate cited in the license. 

(b) When the Government is obligated to pay such a royalty, the SIR should also 

require offerors to furnish information indicating whether or not each offeror is 
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the patent owner or a licensee under the patent.  This information is necessary so 

that the FAA may either 

(c) Evaluate an offeror’s price by adding an amount equal to the royalty; or 

(d) Negotiate a price reduction with an offeror when the offeror is licensed under 

the same patent at a lower royalty rate. 

(3) Adjustment of royalties. 

(a) If at any time the contracting officer believes that any royalties paid, or to be 

paid, under a contract or subcontract are inconsistent with Government rights, 

excessive, or otherwise improper, the contracting officer shall promptly report the 

facts to the office having cognizance of patent matters for the contracting activity 

concerned. 

(b) In coordination with the cognizant office, the contracting officer shall 

promptly act to protect the FAA against payment of royalties 

(i) With respect to which the Government has a royalty-free license; 

(ii) At a rate in excess of the rate at which the Government is licensed; or 

(iii) When the royalties in whole or in part otherwise constitute an 

improper charge. 

(c) In appropriate cases, the contracting officer in coordination with the cognizant 

office shall demand a refund pursuant to any refund of royalties clause in the 

contract (see T3.5.A.2.b(4)) or negotiate for a reduction of royalties. 

(4) Refund of royalties.  The clause at AMS 3.5-8, Refund of Royalties, establishes 

procedures to pay the contractor royalties under the contract and recover royalties not 

paid by the contractor when the royalties were included in the contractor’s fixed price. 

c. Security requirements for patent applications containing classified subject matter. 

(1) Unauthorized disclosure of classified subject matter, whether in patent applications or 

resulting from the issuance of a patent, may be a violation of 18 U.S.C. 792, et seq. 

(Chapter 37 - Espionage and Censorship), and related statutes, and may be contrary to the 

interests of national security. 

(2) Upon receipt of a patent application under paragraph (a) or (b) of the clause at AMS 

3.5-9, Filing of Patent Applications - Classified Subject Matter, the contracting officer 

shall ascertain the proper security classification of the patent application.  If the 

application contains classified subject matter, the contracting officer shall inform the 

contractor how to transmit the application to the United States Patent Office in 
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accordance with procedures provided by legal counsel.  If the material is classified 

“Secret” or higher, the contracting officer shall make every effort to notify the contractor 

within 30 days of the Government’s determination, pursuant to paragraph (a) of the 

clause. 

(3) Upon receipt of information furnished by the contractor under paragraph (d) of the 

clause at AMS 3.5-9, the contracting officer shall promptly submit that information to 

legal counsel in order that the steps necessary to ensure the security of the application 

will be taken 

(4) The contracting officer shall act promptly on requests for approval of foreign filing 

under paragraph (c) of the clause at AMS 3.5-9 in order to avoid the loss of valuable 

patent rights of the Government or the contractor. 

d. Patented technology under trade agreements. 

(1) Use of patented technology under the North American Free Trade Agreement. 

(a) The requirements of this section apply to the use of technology covered by a 

valid patent when the patent holder is from a country that is a party to the North 

American Free Trade Agreement (NAFTA). 

(b) Article 1709(10) of NAFTA generally requires a user of technology covered 

by a valid patent to make a reasonable effort to obtain authorization prior to use of 

the patented technology.  However, NAFTA provides that this requirement for 

authorization may be waived in situations of national emergency or other 

circumstances of extreme urgency, or for public noncommercial use. 

(c) Section 6 of Executive Order 12889, “Implementation of the North American 

Free Trade Act,” of December 27, 1993, waives the requirement to obtain 

advance authorization for an invention used or manufactured by or for the Federal 

Government.  However, the patent owner shall be notified in advance whenever 

the agency or its contractor knows or has reasonable grounds to know, without 

making a patent search, that an invention described in and covered by a valid U.S. 

patent is or will be used or manufactured without a license.  In cases of national 

emergency or other circumstances of extreme urgency, this notification need not 

be made in advance, but shall be made as soon as reasonably practicable. 

(d) The contracting officer, in consultation with the office having cognizance of 

patent matters, shall ensure compliance with the notice requirements of NAFTA 

Article 1709(10) and Executive Order 12889.  A contract award should not be 

suspended pending notification to the patent owner. 

(e) Section 6(c) of Executive Order 12889 provides that the notice to the patent 

owner does not constitute an admission of infringement of a valid privately-

owned patent. 
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(f) When addressing issues regarding compensation for the use of patented 

technology, FAA personnel should be advised that NAFTA uses the term 

"adequate remuneration." Executive Order 12889 equates “remuneration” to 

“reasonable and entire compensation” as used in 28 U.S.C. 1498, the statute that 

gives jurisdiction to the U.S. Court of Federal Claims to hear patent and copyright 

cases involving infringement by the Government. 

(g) When questions arise regarding the notice requirements or other matters 

relating to this section, the contracting officer should consult with legal counsel. 

(2) Use of patented technology under the General Agreement on Tariffs and Trade 

(GATT).  Article 31 of Annex 1C, Agreement on Trade-Related Aspects of Intellectual 

Property Rights, to GATT (Uruguay Round) addresses situations where the law of a 

member country allows for use of a patent without authorization, including use by the 

Government. 

Red Line Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 2 : Patents and Copyrights  

a. AuthorizationPatent and Consentcopyright infringement liability. 

(1) In those casesPursuant to 28 whereU.S.C. 1498, the FAAexclusive hasremedy for 

authorizedpatent or consented tocopyright the manufactureinfringement by or useon behalf of 

an invention described in and covered by a patent ofthe Government is a suit for monetary 

damages against the Government in the UnitedCourt Statesof Federal Claims.  There is no 

injunctive relief available, any suit for infringementand there is no direct cause of the patent 

based on theaction against a contractor that manufactureis infringing a patent or use 

ofcopyright with the invention byauthorization or forconsent of the UnitedGovernment 

States(e.g., by a contractorwhile performing a contract). 

(including2) a subcontractor at anyThe FAA may expressly tier)authorize can be maintained 

onlyand consent to a againstcontractor’s the FAA inuse or manufacture theof inventions 

covered by U.S. Claimspatents Courtby inserting the clause at AMS 3.5-1, Authorization and 

notConsent. 

(3) againstBecause of the contractor or subcontractorexclusive remedies granted (in 28 U.S.C. 

1498)., To ensure that work by athe FAA requires notice and assistance contractorfrom its 

contractors regarding any claims for patent or subcontractor under a FAAcopyright 

infringement by inserting contractthe clause at AMS 3.5-2, Notice and Assistance Regarding 

Patent and Copyright Infringement. 
(4) The FAA may not be enjoined by reason ofrequire a contractor to reimburse it for liability 

for patent infringement, the FAA shall give authorization and consent as specified withinarising 

out of a contract for commercial items by inserting the applicableclause contractat AMS 3.5-3, 

ThePatent liabilityIndemnity. 



FAST Version 01/2009 

CR 09-10 

p. 34 

b. Royalties. 

(1) Reporting of theroyalties. 

(a) FAA for damages in any such suit against itTo determine whether royalties anticipated or 

actually paid under mayFAA contracts are excessive, howeverimproper, ultimatelyor 

inconsistent be bornewith Government bypatent rights, the contractorSIR provision at AMS 

3.5-6, Royalty Information, requires prospective contractors to furnish royalty 
information.  The contracting officer shall take appropriate action to reduce or subcontractor 

in accordanceeliminate excessive or withimproper royalties. 

(b) If the terms of any patent indemnity clause included inresponse to a SIR includes a charge 

for royalties, the contractcontracting officer shall, and an authorization andbefore award of the 

consentcontract, clause does not detract from any patent indemnification commitmentforward 

the information to the office having cognizance of bypatent matters for the contractor 

orcontracting activity subcontractor.(generally Therefore,the both a patent indemnity clause and 

an authorization and consentlegal office that services the contracting activity responsible for the 

clauseacquisition).  may be includedThe cognizant office inshall promptly advise the 

samecontracting contractofficer of appropriate action.  

b.(c) Exclusions.The Ancontracting SIRofficer, or contract should not include anywhen 

considering the approval of a clausesubcontract, wherebyshall require royalty information if it 

is required under the FAAprime expresslycontract.  The agreescontracting toofficer shall 

indemnifyforward the contractorinformation against liabilityto the foroffice having cognizance 

of patent infringementmatters. ; orHowever, any authorizationthe contracting andofficer need 

not delay consent clausewhile whenawaiting advice both complete performancefrom the 

cognizant andoffice. 

(d) deliveryThe arecontracting officer shall forward outsideany royalty reports to the 

unitedoffice states,having itscognizance possessions,of andpatent matters for the Puerto 

Ricocontracting activity.  

c.(2) Notice andof AssistanceGovernment as a licensee. 

(a) TheWhen contractorthe Government is requiredobligated to notifypay the Contracting 

Officer of all claimsa royalty on a patent because of infringementan existing license agreement 

and the contracting officer believes that comethe licensed patent will be applicable to a 

prospective contract, the contractor'sFAA attentionshould infurnish the prospective 

connectionofferors with— 

(i) performing a FAANotice of the contract.license; 

(ii) The contractornumber of the patent; and 

(iii) The royalty rate cited in the license. 
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(b) When the Government is alsoobligated required,to whenpay such requesteda royalty, the 

SIR should also require offerors to assistfurnish information indicating whether or not each 

offeror is the FAA withpatent owner anyor a evidencelicensee andunder the patent.  This 

information in its possession in connection with anyis necessary so that the FAA may 

suiteither— 

(c) againstEvaluate an offeror’s price by adding an amount equal to the FAA,royalty; or 

(d) any claimsNegotiate a againstprice reduction with an offeror when the FAA made before 

suit has beenofferor is licensed under the same instituted,patent onat a lower royalty rate. 

(3) accountAdjustment of royalties. 

(a) If at any allegedtime patentthe contracting officer believes that any royalties paid, or 

copyright infringementto be arisingpaid, outunder ofa contract or resultingsubcontract fromare 

inconsistent with Government rights, excessive, or otherwise improper, the contractcontracting 

performance. d.officer Patentshall promptly report the facts to the office Indemnificationhaving 

cognizance of patent matters for the FAA bycontracting activity Contractorconcerned. 

(b) To the extent set forth hereinIn coordination with the cognizant office, the contracting 

officer shall promptly act to protect the FAA requires reimbursement foragainst payment of 

liabilityroyalties— 

(i) for patent infringement arisingWith respect to which outthe Government has a royalty-free 

license; 

(ii) At a rate in excess of or resulting from performing constructionthe rate at which the 

contractsGovernment is licensed; or 

(iii) contractsWhen forthe royalties in supplieswhole or servicesin that normally arepart 

otherwise constitute oran improper charge. 

(c) In haveappropriate cases, the contracting officer in coordination with the cognizant office 

shall demand a refund pursuant to any refund of royalties clause beenin the contract sold(see 

T3.5.A.2.b(4)) or offerednegotiate for salea byreduction anyof royalties. 

(4) Refund of royalties.  supplierThe clause at AMS 3.5-9, Refund of Royalties, establishes 

procedures to pay the publiccontractor inroyalties under the commercial open market or 

thatcontract and recover royalties not arepaid by the same as such supplies or 

servicescontractor when the royalties were included within the relativelycontractor’s 

minorfixed modificationsprice. 

c. Appropriate clausesSecurity requirements for indemnificationpatent applications containing 

classified subject matter. 
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(1) Unauthorized disclosure of classified subject matter, whether in patent applications or 

resulting from the FAAissuance shouldof a patent, may be included in Screeninga violation of 

Information18 U.S.C. 792, Requestet seq. (SIRChapter 37—Espionage and Censorship)s, and 

contractsrelated statutes, and may be contrary to the interests of national security.  

e.(2) ApplicationUpon receipt of a Patentpatent Indemnityapplication under paragraph (a) or 

(b) of the clause at AMS Clause3.5-10, AFiling of Patent Applications—Classified Subject 

Matter, the contracting officer shall ascertain the proper security classification of the patent 

indemnityapplication.  clause may not be appropriate forIf the application contains classified 

subject Researchmatter, and Development solicitations and contracts containing an 

Authorization and Consentthe contracting officer shall inform the contractor how to transmit 

clausethe application unlessto the clauseUnited isStates usedPatent Office in solelyaccordance 

with respectprocedures provided by legal counsel.  If the material is classified “Secret” or 

higher, the contracting officer shall make every effort to supplies as describednotify the 

contractor inwithin 30 days of the Government’s determination, pursuant to paragraph 2(a) of 

the clause. 

(3) Upon receipt of information furnished by the contractor under paragraph (d) of the clause 

at AMS 3.5-10, the contracting officer shall promptly abovesubmit that information to legal 

counsel in order that the steps necessary to ensure the security of the application will be taken. 

(4) The patentcontracting officer shall act promptly on requests for approval of 

indemnityforeign filing under paragraph (c) of the clause also shouldat AMS not3.5-10 be used 

whenin order to avoid the contract is for supplies or servicesloss of valuable patent rights of 

(the Government or suchthe itemscontractor. 

d. with relativelyPatented technology minorunder trade modificationsagreements. 

(1) that clearly areUse of patented not,technology or have not been soldunder the North 

American Free orTrade Agreement. 

(a) offered for sale by any supplierThe requirements of this section apply to the publicuse in 

theof technology commercialcovered by opena market;valid orpatent when boththe patent 

performance and delivery are toholder is from a country bethat is a outsideparty to the 

UnitedNorth States,American itsFree possessions,Trade andAgreement (NAFTA). 

(b) PuertoArticle Rico,1709(10) unless the contract indicates that the supplies or other 

deliverablesof NAFTA generally requires a user of technology covered by area valid 

ultimatelypatent to bemake a reasonable effort to obtain authorization shipped into oneprior to 

use of thosethe patented areastechnology.  However, a patent indemnity clauseNAFTA provides 

that this requirement for authorization may be includedwaived in: situations of national 

emergency or other circumstances of extreme urgency, or for public noncommercial use. 

(1c) ContractsSection 6 of Executive Order 12889, “Implementation of the North American 

Free Trade Act,” of December 27, 1993, waives the requirement to obtain advance 

authorization for an indemnityinvention regardingused or manufactured by or for the Federal 
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Government.  However, the specificpatent owner shall be notified in advance whenever the 

agency or componentsits contractor knows or has reasonable grounds to know, sparewithout 

making a patent partssearch, that an invention described in and covered by a valid U.S. patent 

is or serviceswill be soldused or offeredmanufactured forwithout a salelicense. ; and In cases of 

national emergency or other circumstances of extreme urgency, this notification need not be 

made in advance, but shall be made as soon as reasonably practicable. 

(2d) Contracts ifThe contracting aofficer, in consultation with the office having cognizance of 

patent ownermatters, contends thatshall ensure compliance with the acquisition would result in 

patentnotice requirements of NAFTA Article infringement1709(10) and the 

prospectiveExecutive Order contractor,12889.  A contract award should not be after 

respondingsuspended pending notification to athe SIRpatent owner. 

(e) Section 6(c) of Executive Order 12889 provides that didthe notice to the patent owner does 

not containconstitute an indemnityadmission clause,of is willinginfringement of toa valid 

privately-owned patent. 

(f) When addressing issues indemnifyregarding compensation for the use of patented 

technology, FAA against such infringement eitherpersonnel should be advised withoutthat 

NAFTA uses the term "adequate remuneration." Executive Order 12889 equates 
“remuneration” to “reasonable and entire compensation” as increaseused in price28 onU.S.C. 

1498, the basisstatute that gives jurisdiction to the U.S. Court of Federal Claims to hear patent 

isand copyright cases involving infringement by the Government. 

(g) When questions arise regarding invalidthe notice requirements or notother matters relating 

to this infringedsection, orthe contracting officer should consult with legal counsel. 

(2) Use of patented technology under the General Agreement on Tariffs and Trade 

(GATT).  Article 31 of Annex 1C, Agreement on Trade-Related Aspects of Intellectual 

Property Rights, to GATT (Uruguay Round) addresses situations where the law of a member 
country allows for otheruse of gooda patent without authorization, including use by the 

reasonsGovernment. 

 
 

Section 3 : Royalties  
Old Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 3 : Royalties  

a. Reporting of Royalties--Anticipated or Paid. To determine whether royalties anticipated or 

actually paid under FAA contracts are excessive, improper, or inconsistent with any Government 

rights in particular inventions, patents, or patent applications, Contracting Officers should require 

prospective contractors to furnish certain royalty information and may require contractors to 

furnish certain royalty reports. Contracting Officers should take appropriate action to reduce or 
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eliminate excessive or improper royalties. Royalty information should not be required except as 

necessary for proper protection of the FAA's interest. The SIR that may result in a negotiated 

contract for which royalty information is desired or for which cost or pricing data is obtained 

should contain a provision requesting information relating to any proposed charge for royalties. 

If the response included a charge for royalties, the Contracting Officer should, before award, 

coordinate with the office having cognizance of patent matters for the contracting activity 

concerned. Before award, the Contracting Officer should take action to protect the FAA's interest 

with respect to such royalties, giving due regard to all pertinent factors relating to the proposed 

contract and the advice of the cognizant office. 

b. Subcontractors. The same royalty information and same action in relation to royalties should 

be required of subcontracts as required for prime contracts. However, consent need not be 

withheld pending receipt of advice in regard to such royalties from the office having cognizance 

of patent matters. The Contracting Officer should forward the royalty information and/or royalty 

reports received to the office having cognizance of patent matters for the contracting activity 

concerned for advice as to appropriate action. 

c. Notice of FAA as a Licensee. When the FAA is obligated to pay a royalty on a patent because 

of a license agreement between the Government and a patent owner and the Contracting Officer 

knows (or has reason to believe) that the licensed patent will be applicable to a prospective 

contract, the FAA should furnish information relating to the royalty to prospective offerors since 

it serves the interest of both the FAA and the offerors. In such situations, the Contracting Officer 

should include in the SIR a notice of the license, the number of the patent, and the royalty rate 

recited in the license. The SIR should also require offerors to furnish information indicating 

whether or not each offeror is a licensee under the patent or the patent owner. This information is 

necessary so that the FAA may either evaluate an offeror's price by adding an amount equal to 

the royalty, or negotiate a price reduction with an offeror-licensee when the offeror is licensed 

under the same patent at a lower royalty rate. 

d. Adjustment of Royalties. If at any time the Contracting Officer has reason to believe that any 

royalties paid, or to be paid, under an existing or prospective contract or subcontract are 

inconsistent with Government rights, excessive, or otherwise improper, the facts shall be 

promptly reported to the office having cognizance of patent matters for the contracting activity 

concerned. The cognizant office shall review the royalties reported and in accordance with 

agency procedures, shall either recommend appropriate action to the Contracting Officer or, if 

authorized, shall take appropriate action. Based on guidance from the cognizant officer, the 

Contracting Officer should take prompt action to protect the FAA against payment of royalties 

on supplies or services: 

(1) With respect to which the FAA has a royalty-free license; 

(2) At a rate in excess of the rate at which the FAA is licensed; or 

(3) When the royalties in whole or in part otherwise constitute an improper charge. 
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In appropriate cases the Contracting Officer may obtain a refund pursuant to any refund of 

royalties clause in the contract or negotiate for a reduction of royalties. 

e. Refund of Royalties. When a fixed-price contract is negotiated under circumstances that make 

it questionable whether or not substantial amounts of royalties will have to be paid by the 

contractor or subcontractor, such royalties may be included in the target or contract price, 

provided the contract specifies that the FAA will be reimbursed the amount of such royalties if 

they are not paid. Such circumstances might include, for example, either a pending Government 

anti-trust action or prospective litigation on the validity of a patent or patents or on the 

enforceability of an agreement (upon which the contractor or subcontractor bases the asserted 

obligation) to pay the royalties to be included in the target or contract price. 

f. Classified Contracts. Unauthorized disclosure of classified subject matter, whether in patent 

applications or resulting from the issuance of a patent, may be a violation of 18 U.S.C. 792, et 

seq. (Espionage and Censorship), and related statutes, and may be contrary to the interests of 

national security. Upon the receipt from the contractor of a patent application, not yet filed, that 

has been submitted by the contractor, the Contracting Officer shall ascertain the proper security 

classification of the patent application. Upon a determination that the application contains 

classified subject matter, the Contracting Officer should inform the contractor of any instructions 

deemed necessary or advisable relating to transmittal of the application to the United States 

Patent Office in accordance with procedures in the Department of Defense Industrial Security 

Manual for Safeguarding Classified Security Information. If the material is classified "Secret" or 

higher, the Contracting Officer should make every effort to notify the contractor of the 

determination within 30 days. In the case of all applications filed that contain classified subject 

matter, the Contracting Officer, upon receiving the application serial number, the filing date, and 

the information furnished by the contractor, shall promptly submit that information to personnel 

having cognizance of patent matters in order that the steps necessary to ensure the security of the 

application may be taken. 

New Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 3 : Patent Rights under Government Contracts  

This section prescribes policies, procedures, SIR provisions, and contract clauses pertaining to 

inventions made in the performance of work under an FAA contract or subcontract for 

experimental, developmental, or research work. 

a. Definitions. As used in this subpart 

Invention means any invention or discovery that is or may be patentable or otherwise protectable 

under title 35 of the U.S. Code, or any variety of plant that is or may be protectable under the 

Plant Variety Protection Act (7 U.S.C. 2321, et seq.) 
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Made means 

(1)  When used in relation to any invention other than a plant variety, means the 

conception or first actual reduction to practice of the invention; 

(2)  When used in relation to a plant variety, means that the contractor has at least 

tentatively determined that the variety has been reproduced with recognized 

characteristics. 

Nonprofit organization means a domestic university or other institution of higher education or an 

organization of the type described in section 501(c)(3) of the Internal Revenue Code of 1954 (26 

U.S.C. 501(c)) and exempt from taxation under section 501(a) of the Internal Revenue Code (26 

U.S.C. 501(a)), or any nonprofit scientific or educational organization qualified under a State 

nonprofit organization statute. 

Practical application means to manufacture, in the case of a composition or product; to practice, 

in the case of a process or method; or to operate, in the case of a machine or system; and, in each 

case, under such conditions as to establish that the invention is being utilized and that its benefits 

are, to the extent permitted by law or Government regulations, available to the public on 

reasonable terms. 

Subject invention means any invention of the contractor made in the performance of work under 

a Government contract. 

b. Policy. 

(1) Introduction.  In accordance with chapter 18 of title 35, U.S.C. (as implemented by 37 

CFR part 401), Presidential Memorandum on Government Patent Policy to the Heads of 

Executive Departments and Agencies dated February 18, 1983, and Executive Order 

12591, Facilitating Access to Science and Technology dated April 10, 1987, it is the 

policy and objective of the Government to 

(a) Use the patent system to promote the use of inventions arising from federally 

supported research or development; 

(b) Encourage maximum participation of industry in federally supported research 

and development efforts; 

(c) Ensure that these inventions are used in a manner to promote free competition 

and enterprise without unduly encumbering future research and discovery; 

(d) Promote the commercialization and public availability of the inventions made 

in the United States by United States industry and labor; 

(e) Ensure that the Government obtains sufficient rights in federally supported 

inventions to meet the needs of the Government and protect the public against 

nonuse or unreasonable use of inventions; and 
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(f) Minimize the costs of administering patent policies. 

(2) Contractor right to elect title.  

(a) Generally, pursuant to 35 U.S.C. 202 and the Presidential memorandum and 

executive order cited in paragraph (a) of this section, each contractor may, after 

required disclosure to the Government, elect to retain title to any subject 

invention. 

(b) A contract may require the contractor to assign to the Government title to any 

subject invention 

(i) When the contractor is not located in the United States or does not have 

a place of business located in the United States or is subject to the control 

of a foreign government; 

(ii) In exceptional circumstances, when an agency determines that 

restriction or elimination of the right to retain title in any subject invention 

will better promote the policy and objectives of chapter 18 of title 35, 

U.S.C. and the Presidential Memorandum; 

(iii) When a Government authority, that is authorized by statute or 

executive order to conduct foreign intelligence or counterintelligence 

activities, determines that the restriction or elimination of the right to 

retain title to any subject invention is necessary to protect the security of 

such activities; 

(iv) Reserved. 

(v) Pursuant to statute or in accordance with agency regulations. 

(c) When the Government has the right to acquire title to a subject invention, the 

contractor may, nevertheless, request greater rights to a subject invention. 

(d) Consistent with 37 CFR part 401, when a contract with a small business 

concern or nonprofit organization requires assignment of title to the Government 

based on the exceptional circumstances enumerated in paragraph (b)(2)(ii) or (iii) 

of this section for reasons of national security, the contract shall still provide the 

contractor with the right to elect ownership to any subject invention that 

(i) Is not classified by the agency; or 

(ii) Is not limited from dissemination by the DOE within 6 months from 

the date it is reported to the agency. 
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(e) Contracts in support of DOE’s naval nuclear propulsion program are exempted 

from this paragraph (b). 

(f) When a contract involves a series of separate task orders, the FAA may 

structure the contract to apply the exceptions at paragraph (b)(2)(ii) or (iii) of this 

section to individual task orders. 

(3)  Government license.  The Government shall have at least a nonexclusive, 

nontransferable, irrevocable, paid-up license to practice, or have practiced for or on 

behalf of the United States, any subject invention throughout the world.  The Government 

may require additional rights in order to comply with treaties or other international 

agreements.  In such case, these rights shall be made a part of the contract. 

(4) Government right to receive title. 

(a) In addition to the right to obtain title to subject inventions pursuant to 

paragraph (b)(2)(i) through (v) of this section, the Government has the right to 

receive title to an invention 

(i) If the contractor has not disclosed the invention within the time 

specified in the clause; or 

(ii) In any country where the contractor 

(A) Does not elect to retain rights or fails to elect to retain rights to 

the invention within the time specified in the clause; 

(B) Has not filed a patent or plant variety protection application 

within the time specified in the clause; 

(C) Decides not to continue prosecution of a patent or plant variety 

protection application, pay maintenance fees, or defend in a 

reexamination or opposition proceeding on the patent; or 

(D) No longer desires to retain title. 

(b) For the purposes of this paragraph, filing in a European Patent Office Region 

or under the Patent Cooperation Treaty constitutes election in the countries 

selected in the application(s). 

(5) Utilization reports.  The FAA has the right to require periodic reporting on how any 

subject invention is being used by the contractor or its licensees or assignees.  In 

accordance with 35 U.S.C. 202(c)(5) and 37 CFR part 401, agencies shall not disclose 

such utilization reports to persons outside the Government without permission of the 

contractor.  Contractors should mark as confidential/proprietary any utilization report to 

help prevent inadvertent release outside the Government. 
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(6) March-in rights.  

(a) Pursuant to 35 U.S.C. 203, agencies have certain march-in rights that require 

the contractor, an assignee, or exclusive licensee of a subject invention to grant a 

nonexclusive, partially exclusive, or exclusive license in any field of use to 

responsible applicants, upon terms that are reasonable under the circumstances.  If 

the contractor, assignee or exclusive licensee of a subject invention refuses to 

grant such a license, the agency can grant the license itself.  March-in rights may 

be exercised only if the agency determines that this action is necessary 

(i) Because the contractor or assignee has not taken, or is not expected to 

take within a reasonable time, effective steps to achieve practical 

application of the subject invention in the field(s) of use; 

(ii) To alleviate health or safety needs that are not reasonably satisfied by 

the contractor, assignee, or their licensees; 

(iii) To meet requirements for public use specified by Federal regulations 

and these requirements are not reasonably satisfied by the contractor, 

assignee, or licensees; or 

(iv) Because the agreement required by paragraph (g) of this section has 

neither been obtained nor waived, or because a licensee of the exclusive 

right to use or sell any subject invention in the United States is in breach 

of its agreement obtained pursuant to paragraph (g) of this section. 

(b) The agency shall not exercise its march-in rights unless the contractor has 

been provided a reasonable time to present facts and show cause why the 

proposed agency action should not be taken.  The agency shall provide the 

contractor an opportunity to dispute or appeal the proposed action, in accordance 

with T3.5.3.d(1)(g). 

(7) Preference for United States industry. In accordance with 35 U.S.C. 204, no 

contractor that receives title to any subject invention and no assignee of the contractor 

shall grant to any person the exclusive right to use or sell any subject invention in the 

United States unless that person agrees that any products embodying the subject 

invention or produced through the use of the subject invention will be manufactured 

substantially in the United States.  However, in individual cases, the requirement for this 

agreement may be waived by the FAA upon a showing by the contractor or assignee that 

reasonable but unsuccessful efforts have been made to grant licenses on similar terms to 

potential licensees that would be likely to manufacture substantially in the United States 

or that under the circumstances domestic manufacture is not commercially feasible. 

(8)  Special conditions for nonprofit organizations’ preference for small business 

concerns.  
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(a) Nonprofit organization contractors are expected to use reasonable efforts to 

attract small business licensees (see paragraph (i)(4) of the clause at AMS 3.5-10, 

Patent RightsOwnership by the Contractor).  What constitutes reasonable efforts 

to attract small business licensees will vary with the circumstances and the nature, 

duration, and expense of efforts needed to bring the invention to the market. 

(b) Small business concerns that believe a nonprofit organization is not meeting 

its obligations under the clause may report the matter to the Secretary of 

Commerce.  To the extent deemed appropriate, the Secretary of Commerce will 

undertake informal investigation of the matter, and may discuss or negotiate with 

the nonprofit organization ways to improve its efforts to meet its obligations 

under the clause.  However, in no event will the Secretary of Commerce intervene 

in ongoing negotiations or contractor decisions concerning the licensing of a 

specific subject invention.  These investigations, discussions, and negotiations 

involving the Secretary of Commerce will be in coordination with other interested 

agencies, including the Small Business Administration.  In the case of a contract 

for the operation of a Government-owned, contractor-operated research or 

production facility, the Secretary of Commerce will coordinate with the agency 

responsible for the facility prior to any discussions or negotiations with the 

contractor. 

(9) Minimum rights to contractor.  

(a) When the Government acquires title to a subject invention, the contractor is 

normally granted a revocable, nonexclusive, paid-up license to that subject 

invention throughout the world.  The contractor’s license extends to any of its 

domestic subsidiaries and affiliates within the corporate structure of which the 

contractor is a part and includes the right to grant sublicenses to the extent the 

contractor was legally obligated to do so at the time of contract award.  The 

contracting officer shall approve or disapprove, in writing, any contractor request 

to transfer its licenses.  No approval is necessary when the transfer is to the 

successor of that part of the contractor’s business to which the subject invention 

pertains. 

(b) In response to a third party’s proper application for an exclusive license, the 

contractor’s domestic license may be revoked or modified to the extent necessary 

to achieve expeditious practical application of the subject invention.  The 

application shall be submitted in accordance with the applicable provisions in 37 

CFR part 404 and agency licensing regulations.  The contractor’s license will not 

be revoked in that field of use or the geographical areas in which the contractor 

has achieved practical application and continues to make the benefits of the 

subject invention reasonably accessible to the public.  The license in any foreign 

country may be revoked or modified to the extent the contractor, its licensees, or 

its domestic subsidiaries or affiliates have failed to achieve practical application 

in that country.  (See the procedures at T3.5.A.3.d(1)(f)). 
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(10) Confidentiality of inventions.  Publishing information concerning an invention 

before a patent application is filed on a subject invention may create a bar to a valid 

patent.  To avoid this bar, the FAA may withhold information from the public that 

discloses any invention in which the Federal Government owns or may own a right, title, 

or interest (including a nonexclusive license) (see 35 U.S.C. 205 and 37 CFR part 

401).  Agencies may only withhold information concerning inventions for a reasonable 

time in order for a patent application to be filed.  Once filed in any patent office, agencies 

are not required to release copies of any document that is a part of a patent application for 

those subject inventions.  (See also T3.5.A.3.e(4)). 

c. Reserved. 

d. Procedures. 

(1) General. 

(a) Status as small business concern or nonprofit organization.  If the FAA has 

reason to question the size or nonprofit status of the prospective contractor, the 

FAA may require the prospective contractor to furnish evidence of its nonprofit 

status. 

(b) Exceptions.  

(i) Before using any of the exceptions that would require the use of AMS 

3.5-12, Patent Rights – Ownership by the Government in a contract with a 

small business concern or a nonprofit organization and before using an 

exception based on “exceptional circumstances” for any contractor, the 

agency shall follow the applicable procedures at 37 CFR 401. 

(ii) A small business concern or nonprofit organization is entitled to an 

administrative review of the use of the exceptions in accordance with 

agency procedures and 37 CFR Part 401. 

(c) Greater rights determinations.  Whenever the contract contains the clause at 

AMS 3.5-12, Patent RightsOwnership by the Government, or a patent rights 

clause modified to address “exceptional circumstances” the contractor (or an 

employee-inventor of the contractor after consultation with the contractor) may 

request greater rights to an identified invention within the period specified in the 

clause.  The contracting officer may grant requests for greater rights if the 

contracting officer determines that the interests of the United States and the 

general public will be better served.  In making these determinations, the 

contracting officer shall consider at least the following objectives (see 37 CFR 

401.3(b) and 401.15): 

(i) Promoting the utilization of inventions arising from federally supported 

research and development. 
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(ii) Ensuring that inventions are used in a manner to promote full and open 

competition and free enterprise without unduly encumbering future 

research and discovery. 

(iii) Promoting public availability of inventions made in the United States 

by United States industry and labor. 

(iv) Ensuring that the Government obtains sufficient rights in federally 

supported inventions to meet the needs of the Government and protect the 

public against nonuse or unreasonable use of inventions. 

(d) Retention of rights by inventor.  If the contractor elects not to retain title to a 

subject invention, the FAA may consider and, after consultation with the 

contractor, grant requests for retention of rights by the inventor.  Retention of 

rights by the inventor will be subject to the conditions in paragraphs (d) (except 

paragraph (d)(1)(i)), (e)(4), (f), (g), and (h) of the clause at AMS 3.5-10, Patent 

Rights Ownership by the Contractor. 

(e) Government assignment to contractor of rights in Government employees’ 

inventions.  When a Government employee is a co-inventor of an invention made 

under a contract with a small business concern or nonprofit organization, the 

agency employing the co-inventor may license or assign whatever rights it may 

acquire in the subject invention from its employee to the contractor, subject at 

least to the conditions of 35 U.S.C. 202-204. 

(f) Revocation or modification of contractor’s minimum rights.  Before revoking 

or modifying the contractor’s license in accordance with T3.5.3.b(8)(i)B, the 

contracting officer shall furnish the contractor a written notice of intention to 

revoke or modify the license.  The FAA will allow the contractor at least 30 days 

(or another time as may be authorized for good cause by the contracting officer) 

after the notice to show cause why the license should not be revoked or 

modified.  The contractor has the right to appeal, in accordance with applicable 

regulations in 37 CFR part 404 and agency licensing regulations, any decisions 

concerning the revocation or modification. 

(g) Exercise of march-in rights.  When exercising march-in rights, agencies shall 

follow the procedures set forth in 37 CFR 401.6. 

(h) Licenses and assignments under contracts with nonprofit organizations.  If the 

contractor is a nonprofit organization, paragraph (i) of the clause at AMS 3.5-10 

provides that certain contractor actions require agency approval. 

(2) Contracts placed by or for other Government agencies. The following procedures 

apply unless an interagency agreement provides otherwise: 
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(a) When a Government agency requests the FAA to award a contract on its 

behalf, the request should explain any special circumstances surrounding the 

contract and specify the patent rights clause to be used.  The clause should be 

selected and modified, if necessary, in accordance with the policies and 

procedures of this subpart.  If, however, the request states that a clause of the 

requesting agency is required (e.g., because of statutory requirements, a deviation, 

or exceptional circumstances), the FAA shall use that clause rather than those of 

this subpart. 

(1) If the request states that an agency clause is required and the work to be performed 

under the contract is not severable and is funded wholly or in part by the requesting 

agency, then include the requesting agency clause and no other patent rights clause in the 

contract. 

(2) If the request states that an agency clause is required, and the work to be performed 

under the contract is severable, then the contracting officer shall assure that the 

requesting agency clause applies only to that severable portion of the work and that the 

work for the FAA is subject to the appropriate patent rights clause. 

(3) If the request states that a requesting agency clause is not required in any resulting 

contract, the FAA will use the appropriate patent rights clause, if any. 

(b) Any action requiring an agency determination, report, or deviation involved in 

the use of the requesting agency’s clause is the responsibility of the requesting 

agency unless the agencies agree otherwise.  However, the FAA may not alter the 

requesting agency’s clause without prior approval of the requesting agency. 

(c) The requesting agency may require, and provide instructions regarding, the 

forwarding or handling of any invention disclosures or other reporting 

requirements of the specified clauses. Normally, the requesting agency is 

responsible for the administration of any subject inventions.  This responsibility 

shall be established in advance of awarding any contracts. 

(3) Subcontracts. 

(a) The policies and procedures in this subpart apply to all subcontracts at any 

tier. 

(b) Whenever a prime contractor or a subcontractor considers including a 

particular clause in a subcontract to be inappropriate or a subcontractor refuses to 

accept the clause, the contracting officer, in consultation with counsel, shall 

resolve the matter. 

(c) It is Government policy that contractors shall not use their ability to award 

subcontracts as economic leverage to acquire rights for themselves in inventions 

resulting from subcontracts. 
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(4) Appeals. 

(a) The designated agency official shall provide the contractor with a written 

statement of the basis, including any relevant facts, for taking any of the 

following actions: 

(1) A refusal to grant an extension to the invention disclosure period under paragraph 

(c)(4) of the clause at AMS 3.5-10; 

(2) A demand for a conveyance of title to the Government under T.3.5.A.3.2(d)(1)(i) and 

(ii); 

(3)  A refusal to grant a waiver under T3.5.A.3.b(7), Preference for United States 

industry; or 

(4)  A refusal to approve an assignment under T3.5.A.3.b(8). 

(b) Any of these actions may be appealed by filing a contract claim with the 

Office of Dispute Resolution for Acquisition (ODRA) under the procedures 

established at Parts 14 and 17 of title 49 of the Code of Federal Regulations.  The 

ODRA shall consider both the factual and legal basis for the action and its 

consistency with the policy and objectives of 35 U.S.C. 200-206 and 210. 

(c) The decision of the ODRA may be appealed as provided at 49 U.S.C. 

46110.  This is the Contractor’s sole remedy for an adverse decision of the 

ODRA. 

e. Administration of patent rights clauses. 

(1) Goals. 

(a) Contracts having a patent rights clause should be so administered that 

(i) Inventions are identified, disclosed, and reported as required by the 

contract, and elections are made; 

(ii) The rights of the Government in subject inventions are established; 

(iii) When patent protection is appropriate, patent applications are timely 

filed and prosecuted by contractors or by the Government; 

(iv) The rights of the Government in filed patent applications are 

documented by formal instruments such as licenses or assignments; and 

(v) Expeditious commercial utilization of subject inventions is achieved. 
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(b) If a subject invention is made under a contract funded by more than one 

agency, at the request of the contractor or on their own initiative, the agencies 

shall designate one agency as responsible for administration of the rights of the 

Government in the invention. 

(2) Administration by the FAA. 

(a) The FAA should establish and maintain appropriate follow-up procedures to 

protect the Government’s interest and to check that subject inventions are 

identified and disclosed, and when appropriate, patent applications are filed, and 

that the Government’s rights therein are established and protected.  Standard 

forms are available in the AMS for reporting subject inventions and confirmatory 

instruments.  Follow-up activities for contracts that include a clause referenced in 

T3.5.A.3.d(h)(2) should be coordinated with the appropriate agency. 

(b)(i) The contracting officer administering the contract (or other 

representative specifically designated in the contract for this purpose) is 

responsible for receiving invention disclosures, reports, confirmatory 

instruments, notices, requests, and other documents and information 

submitted by the contractor pursuant to a patent rights clause. 

(A) For other than confirmatory instruments, if the contractor fails 

to furnish documents or information as called for by the clause 

within the time required, the contracting officer shall promptly 

request the contractor to supply the required documents or 

information.  If the failure persists, the contracting officer shall 

take appropriate action to secure compliance. 

(B) If the contractor does not furnish confirmatory instruments 

within 6 months after filing each patent application, or within 6 

months after submitting the invention disclosure if the application 

has been previously filed, the contracting officer shall request the 

contractor to supply the required documents. 

(ii) The contracting officer shall promptly furnish all invention 

disclosures, reports, confirmatory instruments, notices, requests, and other 

documents and information relating to patent rights clauses to legal 

counsel. 

(c) Contracting activities should establish appropriate procedures to detect and 

correct failures by the contractor to comply with its obligations under the patent 

rights clauses, such as failures to disclose and report subject inventions, both 

during and after contract performance.  Government effort to review and correct 

contractor compliance with its patent rights obligations should be directed 

primarily toward contracts that are more likely to result in subject inventions 

significant in number or quality.  These contracts include contracts of a research, 
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developmental, or experimental nature; contracts of a large dollar amount; and 

any other contracts when there is reason to believe the contractor may not be 

complying with its contractual obligations.  Other contracts may be reviewed 

using a spot-check method, as feasible.  Appropriate follow-up procedures and 

activities may include the investigation or review of selected contracts or 

contractors by those qualified in patent and technical matters to detect failures to 

comply with contract obligations. 

(d) Follow-up activities should include, where appropriate, use of Government 

patent personnel 

(i) To interview agency technical personnel to identify novel 

developments made in contracts; 

(ii) To review technical reports submitted by contractors with cognizant 

agency technical personnel; 

(iii) To check the Official Gazette of the United States Patent and 

Trademark Office and other sources for patents issued to the contractor in 

fields related to its Government contracts; and 

(iv) To have cognizant Government personnel interview contractor 

personnel regarding work under the contract involved, observe the work 

on site, and inspect laboratory notebooks and other records of the 

contractor related to work under the contract. 

(e) If a contractor or subcontractor does not have a clear understanding of its 

obligations under the clause, or its procedures for complying with the clause are 

deficient, the contracting officer should explain to the contractor its 

obligations.  The withholding of payments provision (if any) of the patent rights 

clause may be invoked if the contractor fails to meet the obligations required by 

the patents rights clause.  Significant or repeated failures by a contractor to 

comply with the patent rights obligation in its contracts shall be documented and 

made a part of the general file. 

(3) Securing invention rights acquired by the Government. 

(a) The FAA is responsible for implementing procedures necessary to protect the 

Government’s interest in subject inventions.  When the Government acquires the 

entire right, title, and interest in an invention by contract, the chain of title from 

the inventor to the Government shall be clearly established.  This is normally 

accomplished by an assignment either from each inventor to the contractor and 

from the contractor to the Government, or from the inventor to the Government 

with the consent of the contractor.  When the Government’s rights are limited to a 

license, there should be a confirmatory instrument to that effect.  
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(b) The FAA will develop suitable assignments, licenses, and other papers 

evidencing any rights of the Government in patents or patents 

applications.  Standard forms are available in the AMS for reporting subject 

inventions and confirmatory instruments.  These instruments should be recorded 

in the U.S. Patent and Trademark Office (see Executive Order 9424, Establishing 

in the United States Patent Office a Register of Government Interests in Patents 

and Applications for Patents, (February 18, 1944). 

(4) Protection of invention disclosures. 

(a) The Government will, to the extent authorized by 35 U.S.C. 205, withhold 

from disclosure to the public any invention disclosures reported under the patent 

rights clauses of AMS 3.5-10 or AMS 3.5-12 for a reasonable time in order for 

patent applications to be filed.  The Government will follow the policy in 

T3.5.3.b(9) regarding protection of confidentiality. 

(b) The Government should also use reasonable efforts to withhold from 

disclosure to the public for a reasonable time other information disclosing a 

subject invention.  This information includes any data delivered pursuant to 

contract requirements provided that the contractor notifies the FAA as to the 

identity of the data and the subject invention to which it relates at the time of 

delivery of the data.  This notification shall be provided to both the contracting 

officer and to any patent representative to which the invention is reported, if other 

than the contracting officer. 

(c) For more information on protection of invention disclosures, also see 37 CFR 

401.13. 

f. Licensing background patent rights to third parties. 

(1) A contract with a small business concern or nonprofit organization shall not contain a 

provision allowing the Government to require the licensing to third parties of inventions 

owned by the contractor that are not subject inventions unless the Administrator has 

approved and signed a written justification in accordance with paragraph (b) of this 

section.  The Administrator may not delegate this authority and may exercise the 

authority only if it is determined that the 

(a) Use of the invention by others is necessary for the practice of a subject 

invention or for the use of a work object of the contract; and 

(b) Action is necessary to achieve the practical application of the subject 

invention or work object. 

(2) Any determination will be on the record after an opportunity for a hearing, and the 

FAA will notify the contractor of the determination by certified or registered mail.  The 

notification shall include a statement that the contractor must bring any action for review 
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of the Administrator’s determination within 90 days after the notification pursuant to 49 

U.S.C. 46110. 

Red Line Content: Procurement Guidance: 

T3.5 Intellectual Property 

Patents, Copyrights, and Rights in Data  

Section 3 : RoyaltiesPatent Rights under Government Contracts  

a.3: ReportingPatent ofRights Royalties--Anticipatedunder orGovernment Paid.Contracts  

This Tosection prescribes determinepolicies, whetherprocedures, royaltiesSIR 

anticipatedprovisions, orand contract actuallyclauses paidpertaining to inventions made in the 

performance of work under an FAA contractscontract areor subcontract excessivefor 

experimental, improperdevelopmental, or inconsistentresearch withwork.  

  

a. anyDefinitions. Government rightsAs used in particularthis inventions,subpart— 

Invention patents,means any invention or patentdiscovery applications,that is Contracting 

Officers should require prospective contractors to furnish certain royalty informationor may be 

patentable or otherwise protectable under title 35 of andthe U.S. Code, or any variety of plant 

that is or may require contractors to furnish certain royaltybe protectable under the Plant 

Variety reportsProtection Act (7 U.S.C. 2321, Contractinget Officersseq.) 

  

Made should— 

  

(1)  take appropriatewhen used actionin relation to reduceany invention orother than a 

eliminateplant excessivevariety, means the conception or improperfirst royalties.actual Royalty 

information should not bereduction to practice of the requiredinvention; 

  

(2)  except as necessary for proper protectionwhen used in relation to a ofplant variety, means 

that the FAA'scontractor interest.has Theat SIRleast tentatively determined that may result in a 

negotiated contract forthe variety has been reproduced with recognized whichcharacteristics. 

Nonprofit royalty information is desiredorganization means a domestic university or forother 

whichinstitution of higher costeducation or pricingan data is obtained should contain 

aorganization of the type described in provisionsection 501(c)(3) requesting information 

relating to any proposed chargeof the Internal Revenue Code of 1954 for(26 royaltiesU.S.C. 

If501(c)) the response includedand exempt from ataxation under chargesection for501(a) 
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royalties,of the Contracting OfficerInternal Revenue should,Code before(26 awardU.S.C. 

501(a)), coordinate with the office having cognizance of patent matters for the contracting 

activity concernedor any nonprofit scientific or educational organization qualified under a 

State nonprofit organization statute. 

Practical application Beforemeans awardto manufacture, in the Contractingcase of Officer 

should takea composition or actionproduct; to protectpractice, in the FAA'scase interestof witha 

process respector method; or to suchoperate, in the case of a machine or system; and, in 

royaltieseach case, givingunder such due regardconditions as to allestablish that the invention 

is being utilized and that pertinent factorsits benefits relatingare, to the proposed contractextent 

permitted andby law or Government regulations, available to the advicepublic on reasonable 

terms. 

Subject invention means any invention of the cognizantcontractor officemade in the 

performance of work under a Government contract.  

  

b. SubcontractorsPolicy. 

  

(1) Introduction. The  same royalty information and same action inIn accordance with chapter 

18 of title relation35, toU.S.C. (as royalties should be requiredimplemented by 37 CFR part 

401), Presidential Memorandum on Government Patent Policy to the Heads of subcontracts as 

required for primeExecutive Departments and Agencies dated contracts.February However18, 

1983, consent need notand Executive Order be12591, withheld pending receipt of 

adviceFacilitating Access to Science and inTechnology, regard todated April such10, 1987, 

royalties fromit is the officepolicy having cognizanceand objective of patentthe 

matters.Government Theto— 

  

(a) Contracting OfficerUse the shouldpatent system to forwardpromote the royaltyuse 

informationof and/orinventions royalty reports received to thearising from federally supported 

research officeor development; 

  

(b) having cognizanceEncourage maximum participation of patent matters for the contracting 

activity concernedindustry in federally supported research and development forefforts; 

  

(c) adviceEnsure asthat these inventions are used in a manner to appropriatepromote action. 

free competition and enterprise without unduly encumbering future research and discovery; 



FAST Version 01/2009 

CR 09-10 

p. 54 

c.  

(d) NoticePromote of FAA as athe commercialization and public Licensee.availability Whenof 

the FAAinventions is obligated to pay a royalty on a patent becausemade in the United States by 

United States industry and oflabor; 

  

(e) a licenseEnsure that agreementthe Government obtains sufficient rights in federally 

supported inventions to meet the betweenneeds of the Government and aprotect patentthe 

public against ownernonuse or unreasonable use of inventions; and 

  

(f) Minimize the Contractingcosts Officerof administering knowspatent policies. 

  

(or2) hasContractor reasonright to believeelect title.  

  

(a) thatGenerally, pursuant to 35 U.S.C. 202 and the licensed patent will be 

applicablePresidential memorandum and executive order tocited in paragraph (a) of 

prospective contractthis section, theeach FAAcontractor shouldmay, furnish information 

relatingafter required disclosure to the royaltyGovernment, elect to prospective offerors since it 

servesretain title to any subject theinvention. 

  

(b) interestA ofcontract may bothrequire the FAAcontractor andto assign to the 

offerors.Government In suchtitle to situations,any subject invention— 

  

(i) When the Contracting Officer should includecontractor is not located in the 

United SIRStates or does not have a noticeplace of business located in the license, United 

States or is subject to the numbercontrol of thea patentforeign government;  

  

(ii) In exceptional circumstances, andwhen an agency determines that restriction or 

elimination of the royaltyright to rate recitedretain title in any subject invention will better 

promote the licensepolicy and objectives of chapter 18 of title 35, U.S.C. The SIR shouldand 

the Presidential alsoMemorandum; 
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(iii) require offerors toWhen a Government furnishauthority, informationthat is authorized 

indicating whetherby statute or notexecutive each offeror is a licenseeorder to conduct foreign 

intelligence underor counterintelligence activities, determines that the patentrestriction or 

elimination of the patentright owner.to Thisretain informationtitle to any subject invention is 

necessary so thatto protect the FAAsecurity mayof such activities; 

  

(iv) either[Reserved.] 

  

(v) evaluate anPursuant to offeror'sstatute price by addingor in accordance anwith agency 

regulations. 

  

(c) When the Government has the right amountto acquire equaltitle to a subject invention, the 

royaltycontractor may, ornevertheless, negotiaterequest greater rights to a pricesubject 

reductioninvention. 

  

(d) Consistent with an37 offeror-licenseeCFR part 401, when the offeror is licenseda contract 

with a undersmall business concern or nonprofit organization requires assignment of title to 

the same patent at a lower royaltyGovernment based on the exceptional circumstances rate. 

d.enumerated in paragraph Adjustmentb.(2)(b)(2)(ii) or (iii) of Royalties.this If at anysection 

for reasons timeof national security, the Contracting Officercontract shall hasstill provide the 

contractor with the reasonright to believeelect thatownership to any royaltiessubject 

paid,invention that— 

  

(i) Is not classified by the agency; or 

  

(ii) Is not limited from dissemination by the DOE within 6 months from the date it is reported 
to bethe paid,agency. 
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(e) under an existing orContracts in support of prospectiveDOE’s contract ornaval nuclear 

subcontractpropulsion program are inconsistent with Governmentexempted from this 

rights,paragraph excessive,T3.5.A.3.b(2). 

  

(f) orWhen otherwisea contract improperinvolves a series of separate task orders, the facts shall 

be promptly reportedFAA may structure the contract to apply the officeexceptions at 

paragraph T3.5.A.3.b.(2)(ii) havingor cognizance(iii) of patent matters for thethis section to 

individual contractingtask orders. 

  

(3)  activityGovernment concernedlicense.  The cognizant officeGovernment shall review the 

royalties reportedhave at least a andnonexclusive, innontransferable, accordanceirrevocable, 

withpaid-up agencylicense proceduresto practice, shall either recommend appropriate actionor 

have practiced for or toon behalf of the 

United States , any subject invention throughout the Contractingworld.  The Government may 

require additional rights in order to comply Officerwith treaties or, ifother 

authorizedinternational agreements.  In such case, these rights shall take appropriatebe made 

actiona part of the contract. Based  

  

(4) onGovernment guidanceright fromto receive title. 

  

(a) In addition to the cognizantright officerto obtain title to subject inventions pursuant to 

paragraph T3.5.A.3.b.(2)(b)(i) through (v) of this section, the Contracting Officer 

shouldGovernment has the takeright to prompt actionreceive title to protectan invention— 

  

(i) If the FAA against payment of royaltiescontractor has not disclosed the oninvention within 

the suppliestime specified in the clause; or 

  

(ii) services: In any country where the contractor— 

  

(1A) WithDoes respectnot elect to whichretain rights or fails to elect to retain rights to the FAA 

has ainvention within the royalty-freetime licensespecified in the clause; 
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(2B) AtHas not filed a rate in excesspatent or plant ofvariety protection application within the 

rate at whichtime specified in the FAAclause; 

  

(C) isDecides not to continue prosecution of a patent or plant variety protection application, 

pay maintenance fees, or defend in a reexamination or opposition proceeding on the 
licensedpatent; or 

  

(3D) WhenNo longer desires to retain title. 

  

(b) For the royaltiespurposes of this paragraph, filing in wholea European Patent Office 

Region or under the Patent Cooperation Treaty constitutes election in part otherwise constitute 

an improperthe countries selected in the chargeapplication(s).  

In  

(5) appropriateUtilization casesreports.  the Contracting Officer may obtainThe FAA has the 

right ato require refund pursuantperiodic reporting toon how any refund of royalties clause 

insubject invention is being used by the contractcontractor or negotiateits for alicensees or 

reductionassignees.  In accordance with 35 U.S.C. 202(c)(5) and 37 CFR part 401, agencies 

shall not disclose such utilization reports to persons outside the Government without 
permission of royaltiesthe contractor.  Contractors should mark as confidential/proprietary 

any utilization report to help prevent inadvertent release outside the Government.  

e  

(6) March-in rights.  

  

(a) RefundPursuant ofto Royalties35 U.S.C. When203, aagencies have certain fixedmarch-

pricein contract is negotiated underrights that require the circumstancescontractor, thatan 

makeassignee, itor exclusive licensee of a subject invention to grant questionablea 

nonexclusive, partially whetherexclusive, or not substantial amounts of royalties will 

haveexclusive license in any field of use to beresponsible paidapplicants, byupon terms that 

are reasonable under the circumstances.   If the contractor, assignee or subcontractor,exclusive 

licensee of a subject invention refuses to grant such royaltiesa license, the agency can grant 

the license itself.  March-in rights may be includedexercised inonly if the agency determines 

that this action is necessary— 
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(i) Because the targetcontractor or contractassignee has not pricetaken, providedor the contract 

specifies that the FAA willis not expected to take within a bereasonable time, effective steps to 

achieve practical application of reimbursedthe subject invention in the amountfield(s) of 

suchuse; 

  

(ii) royaltiesTo ifalleviate health theyor safety needs that are not paid.reasonably Suchsatisfied 

circumstancesby the mightcontractor, includeassignee, or their licensees; 

  

(iii) To meet requirements for example,public either a pending Governmentuse specified by 

Federal anti-trustregulations actionand these requirements are not reasonably satisfied by the 

contractor, assignee, or prospectivelicensees; litigationor 

  

(iv) onBecause the validityagreement required by paragraph (7) of a patentthis section has 

neither been obtained nor waived, or patentsbecause a licensee of the exclusive right to use or 

onsell any subject invention in the 

United enforceabilityStates is in breach of anits agreement obtained pursuant to paragraph 

(upon7) whichof this section.  

  

(b) The agency shall not exercise its march-in rights unless the contractor or subcontractor 

bases the assertedhas been provided a reasonable obligation)time to paypresent facts and show 

cause why the royaltiesproposed agency toaction should not be includedtaken.  The inagency 

shall provide the targetcontractor an opportunity to dispute or contractappeal the proposed 

action, in accordance with priceT3.5.A. 3.d.(1)(g). 

f  

(7) Preference for 

United States industry. ClassifiedIn Contractsaccordance with 35 U.S.C. 204, Unauthorized 

disclosure ofno contractor that classifiedreceives title to any subject matter,invention and no 

assignee of the contractor shall grant to any person the exclusive right to use or sell 
whetherany subject invention in patentthe United States unless that applicationsperson agrees 

that any products embodying the subject invention or resulting fromproduced through the 

issuanceuse of athe patentsubject invention will be manufactured substantially in the United 

States.  However, in individual cases, the requirement for this agreement may be waived by the 
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FAA upon a violation of 18showing by the U.S.Ccontractor or assignee that reasonable but 

unsuccessful efforts have been made to grant licenses on similar terms to potential licensees 

that would be likely to manufacture substantially in the United States or that under the 
circumstances domestic manufacture is not commercially feasible. 792,  

  

(8)  etSpecial seqconditions for nonprofit organizations’ preference for small business 

concerns.  

  

(a) Nonprofit organization contractors are expected to use reasonable efforts to attract small 
business licensees (Espionage andsee paragraph Censorship(i)(4) of the clause at AMS 3.5-11, 

Patent Rights—Ownership by the Contractor).  What constitutes reasonable efforts to attract 
small business licensees will vary with the circumstances and relatedthe nature, 

statutesduration, and expense of efforts needed to bring the invention to the market. 

  

(b) Small business concerns that believe a nonprofit organization is not meeting its obligations 
under the clause may bereport the contrarymatter to the interestsSecretary of national 

securityCommerce.  UponTo the receiptextent fromdeemed appropriate, the Secretary of 

Commerce will undertake informal investigation of the matter, and may discuss or negotiate 

with the nonprofit organization ways to improve its efforts to meet its obligations under the 
clause.  However, in no event will the Secretary of Commerce intervene in ongoing 

negotiations or contractor decisions concerning the licensing of a patentspecific 

applicationsubject invention.  These investigations, notdiscussions, yetand filednegotiations 

involving the Secretary of Commerce will be in coordination with other interested agencies, 

that has been submittedincluding the Small Business byAdministration.  In the case of a 

contract for the operation of a Government-owned, contractor-operated research or production 

facility, the ContractingSecretary of OfficerCommerce shallwill coordinate ascertainwith the 

properagency security classificationresponsible for ofthe facility prior to any discussions or 

negotiations with the patentcontractor. 

  

(9) application  Minimum rights to contractor.  

  

(a) When Uponthe Government acquires title to a determinationsubject thatinvention, the 

application contains classified subjectcontractor is normally granted mattera revocable, 

nonexclusive, paid-up license to that subject invention throughout the Contractingworld.  The 

Officercontractor’s shouldlicense extends to any informof its domestic subsidiaries and 

affiliates within the corporate structure of which the contractor is a part and includes the right 
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to grant sublicenses to the extent the contractor was legally obligated to do so at the time of 

contract award.  The contracting officer shall approve or disapprove, in writing, any 

instructionscontractor request deemedto transfer its licenses.  No approval is necessary orwhen 

advisablethe transfer relatingis to transmittalthe successor of that part of the contractor’s 

business to which the subject invention pertains. 

  

(b) In response to a third party’s proper application for an exclusive license, the contractor’s 

domestic license may be revoked or modified to the United States Patentextent necessary to 

Officeachieve expeditious practical application of the subject invention.  The application shall 

be submitted in accordance with proceduresthe applicable provisions in the Department of 

Defense Industrial Security Manual37 CFR part 404 and agency licensing forregulations.  The 

contractor’s Safeguarding Classified Securitylicense will not Information.be If the material is 

classifiedrevoked in that field of "Secret"use or higher,the geographical areas in which the 

Contractingcontractor has Officer should make every effortachieved practical application and 

continues to notifymake the contractorbenefits of the determinationsubject within 30invention 

reasonably days.accessible Into the casepublic.  of all applications filed that contain classified 

subjectThe license in any foreign country may be matter,revoked or modified to the 

Contractingextent the Officercontractor, uponits licensees, or its domestic subsidiaries or 

affiliates have failed to achieve practical application in that country.  receiving(See the 

procedures at T3.5.A.3.d.(1)(f)). 

  

(10) Confidentiality of inventions.  Publishing information concerning an invention before a 
patent application serialis filed on a subject invention may create a bar to a valid patent.  To 

avoid this numberbar, the filingFAA date,may andwithhold information from the 

informationpublic that furnisheddiscloses byany invention in which the contractorFederal 

Government owns or may own a right, shalltitle, promptly submitor interest that(including a 

nonexclusive license) (see 35 U.S.C. 205 and 37 CFR part 401).  Agencies may only withhold 
information toconcerning personnelinventions for having cognizance ofa reasonable time in 

order for a patent mattersapplication to be filed.  Once filed in order thatany patent theoffice, 

stepsagencies necessaryare not required to ensure therelease copies securityof any document 

that is a part of thea patent application may befor those takensubject inventions.  (See also 

T3.5.A.3.e.(4)). 
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None applicable. 
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